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The Intellectual Property Owners Association (“IPO’) submits this brief as
an amicus curiae pursuant to Fed. R. App. P. 29(a) and Rule 29(a) of this Court to
address, on behalf of its members, the questions set forth by this Court in its
August 21, 2009 Order setting the case for en banc rehearing. The Order provides
that amicus briefs may be filed without leave of this Court. Both the plaintiffs and

the defendant have consented to the filing of this brief.

INTEREST OF AMICUS CURIAE

Amicus curiae Intellectual Property Owners Association is a trade
association representing companies and individuals in all industries and fields of
technology who own or are interested in U.S. intellectual property rights. IPQO's
membership includes more than 200 companies and more than 11,000 individuals
who are involved in the association either through their companies or as inventor,
author, executive, law firm, or attorney members. Founded in 1972, IPO
represents the interests of all owners of intellectual property. IPO members receive
about thirty percent of the patents issued by the Patent and Trademark Office to
U.S. nationals. IPO regularly represents the interests of its members before
Congress and the PTO and has filed amicus curiae briefs in this Court and other
courts on significant issues of intellectual property law. The members of IPO's
Board of Directors, which approved the filing of this brief, are listed in the

1
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Appendix.*

SUMMARY OF THE ARGUMENT

Over the past decade, debate has increased over whether the written
description requirement under 35 U.S.C. § 112, paragraph 1, is separate from the
enablement requirement or whether enablement alone satisfies the written
description. IPO believes that 35 U.S.C. § 112, paragraph 1 does contain a written
description requirement separate from the enablement requirement.

The courts have long interpreted the patent laws as requiring a separate
written description requirement. This interpretation has been affirmed repeatedly
over many years in opinions by the courts. The patent community, including
patent applicants, USPTO examiners and members of the public evaluating the
scope and validity of patent claims, has relied on this prior body of case law.

Compelling reasons justify the existence of a separate written description
requirement. The written description requirement operates as the quid pro quo in

the carefully crafted bargain of the federal patent system. The written description

L1PO procedures require approval of positions in briefs by a three-fourth majority
of directors present and voting. Eli Lilly is a member of the IPO Board of
Directors; however, it did not participate in the discussions regarding or vote on
the decision to file this brief and did not participate in its preparation.

8664511.2



requirement mandates that an inventor provide a meaningful description of the
invention demonstrating that the inventor actually was in possession of the
invention and providing the public notice of the subject matter that the inventor
claims as his own. The written description thus functions to prevent the inventor
from attempting to obtain protection for that which he has not invented.

Although the enablement requirement assists in the policing of the quid pro
quo, situations can arise in which the enablement requirement is satisfied but the
written description requirement is not. Without a separate written description
requirement, an inventor would be able to obtain protection of subject matter that
is unfairly broad.

There exists no “bright-line rule” by which the adequacy of a written
description is measured. IPO submits that it would be inappropriate to attempt to
create a bright-line rule in this case. Instead, the written description should
continue to be evaluated on a case-by-case basis, with an understanding that the
sufficiency of a written description varies with both the technology being
described and the state of development of that technology. Although this
inherently allows the possibility of uncertainty for some situations, IPO submits
that an inflexible, bright-line rule for satisfying the written description requirement

would either be too stringent for incremental improvements in well-developed

8664511.2









and/or chemical properties, functional characteristics when coupled with a known

or disclosed correlation between function and structure, or some combination of

such characteristics.” MANUAL OF PATENT EXAMINATION AND PROCEDURE § 2163

(ID(A)(3)(a) (8th Ed. 2008).

Several well-established tenets help delineate the boundaries of the written

description requirement. For example, it is commonly understood that the written

description requirement does not require:

1.
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Examples: “[E]xamples [explicitly covering the full scope of the
claim language] are not necessary to support the adequacy of a written
description.” Falko-Gunter Falkner v. Inglis, 448 F.3d 1357, 1366
(Fed. Cir. 2006); see also LizardTech, Inc. v. Earth Res. Mapping,

Inc., 424 F.3d 1336, 1345 (Fed. Cir. 2005).

Actual Reduction to Practice: “[ A]n actual reduction to practice is not
required for written description.” Falkner, 448 F.3d at 1366; see also
University of Rochester, 358 F.3d at 922, n.5 (although
“[c]onstructive reduction to practice” is sufficient so long as the
application “describe[s] the claimed subject matter in terms that
establish that [the applicant] was in possession of the ... claimed
invention, including all of the elements and limitations.”) (alteration
in original) (citation omitted).

16
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Literal Support for the Claimed Invention: The disclosure need not

match the claim word for word to satisfy the written description
requirement. See Purdue Pharma L.P. v. Faulding Inc., 230 F.3d
1320, 1323 (Fed. Cir. 2000) (“the disclosure as originally filed does
not have to provide in haec verba support for the claimed subject
matter at issue.”); see also Martin v. Johnson, 454 F.2d 746,
(C.C.P.A. 1972) (noting that “the description need not be in ipsis
verbis to be sufficient”).

Identical Type or Depth of Disclosure for Each Invention: The

written description requirement does not require “that every invention
must be described in the same way. As each field evolves, the
balance also evolves between what is known and what is added by
each inventive contribution.” Capon, 418 F.3d at 1357-58.

Express Disclosure of Each and Every Species in a Genus: “Mention

of representative compounds encompassed by generic claims
language clearly is not required by §112 or any other provision of the
statute. But, where no explicit description of a generic invention is to
be found in the specification ... mention of representative compounds
may provide implicit description upon which to base generic claim
language.” In re Robins, 429 F.2d 452, 456-57 (C.C.P.A. 1970).

17



IV. TPO does not advocate that claims should be limited to disclosed
embodiments or that unclaimed details of such embodiments

should necessarily be used to limit claim scope.

Application of the separate written description requirement should not be
implemented in a way that limits the claims to the specific disclosed embodiments.
See Liebel-Flarsheim Co. v. Medrad, Inc., 358 F.3d 898 (Fed. Cir. 2004); see also
E-Pass Techs., Inc. v. 3Com Corp., 343 F.3d 1364 (Fed. Cir. 2003) (noting the
“inherent tension” in evaluating “whether a statement is a clear lexicographic
definition or a description of a preferred embodiment”). The separate written
description requirement also should not undermine the courts’ reluctance to narrow
claim scope by importing limitations appearing in the specifications. “[I]t is
important not to import claim limitations that are not part of the claim. For
example, a particular embodiment appearing in the written description may not be
read into a claim when the claim language is broader than the embodiment.”
SuperGuide Corp. v. DirecTV Enters., Inc., 358 F.3d 870, 875 (Fed. Cir. 2004).
To the contrary, IPO submits merely that the separate written description
requirement is a necessary and essential element of a patent that insures the quid
pro quo of the patent system is satisfied.

CONCLUSION
For the foregoing reasons, IPO believes that this Court should uphold the

long-standing interpretation of 35 U.S.C. § 112, paragraph 1, as having a written

18
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description requirement separate from the enablement reduirement. The separate
written description requirement works in conjunction with enablement, but serves
different purposes, thereby helping to maintain the carefully crafted bargain of the
patent system — establishing that an inventor had possession of the invention and
providing the public notice of what the inventor believes to be the invention. PO
further believes that this Court should not adopt a new bright-line rule in
evaluating the adequacy of the written description requirement, but rather should
clarify that the written description requirement is evaluated on a case-by-case

basis, delineating the boundaries using the currently existing, well-established

tenets.
Respectfully submitted,
vv

Steven W. Miller, President Peter G. Pappas
Richard F. Phillips William F. Long

Chair, Amicus Brief Committee Elizabeth A. Lester
INTELLECTUAL PROPERTY OWNERS SUTHERLAND ASBILL &
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19

86645112



APPENDIX®

Members of the Board of Directors
Intellectual Property Owners Association

Marc S. Adler
Marc Adler LLC

Angelo N. Chaclas
Pitney Bowes Inc.

William J. Coughlin

Ford Global Technologies LLC

Timothy Crean
SAP AG

Robert Deberardine
Sanofi-Aventis

Bart Eppenauer
Microsoft Corp.

Scott M. Frank
AT&T

Michael L. Glenn
Dow Chemical Co.

Roger Gobrogge
Dow Corning Corp.

Bernard J. Graves, Jr.
Eastman Chemical Co.

Krish Gupta
EMC Corporation

Jack E. Haken
Koninklijke Philips Electronics N.V.

Dennis R. Hoerner, Jr.
Monsanto Co.

Carl B. Horton
General Electric Co.

Soonhee Jang
Danisco U.S. Inc.

Michael Jaro
Medtronic, Inc.

Jennifer Johnson
ZymoGenetics, Inc.

Philip S. Johnson
Johnson & Johnson

George Johnston
Hoffman-La Roche, Inc.

Dean Kamen
DEKA R&D Corp.

*JPO procedures require approval of positions in briefs by a three-fourths majority

of directors present and voting.

8664511.2



Charles M. Kinzig
GlaxoSmithKline

David J. Koris
Shell International B.V.

Noreen A. Krall
Sun Microsystems, Inc.

Michelle Lee
Google, Inc.

William C. Lee, 111
Coca-Cola Co.

Kevin Light
Hewlett-Packard Co.

Richard J. Lutton, Jr.
Apple Inc.

Jonathan P. Meyer
Motorola, Inc.

Steven W. Miller
Procter & Gamble Co.

Jeffrey L. Myers
Adobe Systems Inc.

Douglas K. Norman
~ Eli Lilly and Co.

Sean O’Brien

United Technologies Corp.

Richard F. Phillips
Exxon Mobil Corp.

8664511.2

21

Kevin H. Rhodes
3M Innovative Properties Co.

Peter C. Richardson
Pfizer, Inc.

Mark L. Rodgers
Air Products & Chemicals, Inc.

Manny Shechter
IBM Corp.

Robert R. Schroeder
Mars Incorporated

David Simon
Intel Corp.

Dennis Skarvan
Caterpillar Inc.

Russ Slifer
Micron Technology, Inc.

Wayne Sobon
Accenture Ltd.

Daniel Staudt
Siemens

Brian K. Stierwalt
ConocoPhillips

Thierry Sueur
Air Liquide

James J. Trussell
BP America, Inc.




Michael Walker Don Webber

DuPont Covidien
Stuart Watt Paul D. Yasger
Amgen, Inc. Abbott Laboratories
22

8664511.2



United States Court of Appeals
for the Federal ircuit

Ariad Pharmaceutical v. Eli Lilly, 2008-1248

DECLARATION OF AUTHORITY PURSUANT TO
28 U.S.C. § 1746 AND FEDERAL CIRCUIT RULE 47.3(d)

I, John C. Kruesi, Jr., being duly sworn according to law and being over the
age of 18, upon my oath depose and say that:

I am an employee of Counsel Press’s Washington DC Office. Counsel Press
was retained by Amicus Curiae Intellectual Property Owners Association to print
the enclosed documents.

The attached Brief of Amicus Curiae Intellectual Property Owners
Association on En Banc Rehearing in Support of Eli Lilly and Company has been
submitted to Counsel Press, by the above attorneys, electronically and/or has been
reprinted to comply with the Court’s rules. Because of time constraints and the
distance between counsel of record and Counsel Press, counsel is unavailable to
provide an original signature, in ink, to be bound in one of the briefs. Pursuant to
28 U.S.C. 81746 and Federal Circuit Rule 47.3(d), | have signed the documents for
Peter G. Pappas, with actual authority on his behalf as an attorney appearing for

the party.

November 11, 2009 (\—XQA*\AAM

John.O. Kruesi, Jr.




Ariad Pharmaceutical v. Eli Lilly, 2008-1248
CERTIFICATE OF SERVICE

I, John C. Kruesi, Jr., being duly sworn according to law and being over the
age of 18, upon my oath depose and say that:

Counsel Press was retained by Intellectual Property Owners Association,
Attorneys for Amicus Curiae, to print this document. | am an employee of
Counsel Press.

On the 11" Day of November 2009, | served the within BRIEF OF
AMICUS CURIAE INTELLECTUAL PROPERTY OWNERS ASSOCIATION
ON EN BANC REHEARING IN SUPPORT OF ELI LILLY AND COMPANY
upon:

Leora Ben-Ami Charles E. Lipsey

Kaye Scholer, LLP Finnegan, Henderson, Farabow
425 Park Avenue 2 Freedom Square

New York, NY 10022 1195 Freedom Drive
212-836-7203 Reston, VA 20190

Attorney for Plaintiffs-Appellees  571-203-2399
Attorney for Defendant-Appellant

James W. Dabney

Fried Frank Harris

Shriver & Jacobson LLP

One New York Plaza

New York, New York 10004
(212) 859-8000

Attorney for Plaintiffs-Appellees

via Federal Express, overnight delivery by causing 2 true copies of each to be
deposited, enclosed in a properly addressed wrapper, in an official depository of
Federal Express.

Unless otherwise noted, 31 copies have sent to the Court on the same date as
and in the same manner as above.
November 11, 2009 ’XQ*\AAM

ng) Kruesi, Jr.




CERTIFICATE OF COMPLIANCE WITH THE TYPE-VOLUME

8664511.2

LIMITATION, TYPEFACE REQUIREMENT,
AND TYPE STYLE REQUIREMENT

The brief contains 4,332 words, excluding the parts of the brief exempted by
Federal Rule of Appellate Procedure 32(a)(7)(B)(iii).

This brief complies with the typeface requirement of Federal Rule of
Appellate Procedure 32(a)(5) and the type style requirements of Federal
Rule of Appellate Procedure 32(a)(6).

The brief has been prepared in a proportionally spaced typeface using

Microsoft Word 2003 in 14 point Times New Rqman.

(Tl A . |2 p/la™

Peter G. Pappas /A4






