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1 

 The Intellectual Property Owners Association (“IPO”) submits this brief as 

an amicus curiae pursuant to Fed. R. App. P. 29(a) and Rule 29(a) of this Court to 

address, on behalf of its members, the questions set forth by this Court in its 

August 21, 2009 Order setting the case for en banc rehearing.  The Order provides 

that amicus briefs may be filed without leave of this Court.  Both the plaintiffs and 

the defendant have consented to the filing of this brief.   

 

INTEREST OF AMICUS CURIAE 

 Amicus curiae Intellectual Property Owners Association is a trade 

association representing companies and individuals in all industries and fields of 

technology who own or are interested in U.S. intellectual property rights.  IPO's 

membership includes more than 200 companies and more than 11,000 individuals 

who are involved in the association either through their companies or as inventor, 

author, executive, law firm, or attorney members.  Founded in 1972, IPO 

represents the interests of all owners of intellectual property.  IPO members receive 

about thirty percent of the patents issued by the Patent and Trademark Office to 

U.S. nationals.  IPO regularly represents the interests of its members before 

Congress and the PTO and has filed amicus curiae briefs in this Court and other 

courts on significant issues of intellectual property law.  The members of IPO's 

Board of Directors, which approved the filing of this brief, are listed in the 
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Appendix.
1 
  

SUMMARY OF THE ARGUMENT 

 

 Over the past decade, debate has increased over whether the written 

description requirement under 35 U.S.C. § 112, paragraph 1, is separate from the 

enablement requirement or whether enablement alone satisfies the written 

description.  IPO believes that 35 U.S.C. § 112, paragraph 1 does contain a written 

description requirement separate from the enablement requirement. 

 The courts have long interpreted the patent laws as requiring a separate 

written description requirement.  This interpretation has been affirmed repeatedly 

over many years in opinions by the courts.  The patent community, including 

patent applicants, USPTO examiners and members of the public evaluating the 

scope and validity of patent claims, has relied on this prior body of case law.   

Compelling reasons justify the existence of a separate written description 

requirement.  The written description requirement operates as the quid pro quo in 

the carefully crafted bargain of the federal patent system.  The written description 

                                                 

1
 IPO procedures require approval of positions in briefs by a three-fourth majority 

of directors present and voting.  Eli Lilly is a member of the IPO Board of 

Directors; however, it did not participate in the discussions regarding or vote on 

the decision to file this brief and did not participate in its preparation. 
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requirement mandates that an inventor provide a meaningful description of the 

invention demonstrating that the inventor actually was in possession of the 

invention and providing the public notice of the subject matter that the inventor 

claims as his own.  The written description thus functions to prevent the inventor 

from attempting to obtain protection for that which he has not invented. 

Although the enablement requirement assists in the policing of the quid pro 

quo, situations can arise in which the enablement requirement is satisfied but the 

written description requirement is not.  Without a separate written description 

requirement, an inventor would be able to obtain protection of subject matter that 

is unfairly broad.   

There exists no “bright-line rule” by which the adequacy of a written 

description is measured.  IPO submits that it would be inappropriate to attempt to 

create a bright-line rule in this case.  Instead, the written description should 

continue to be evaluated on a case-by-case basis, with an understanding that the 

sufficiency of a written description varies with both the technology being  

described and the state of development of that technology.  Although this 

inherently allows the possibility of uncertainty for some situations, IPO submits 

that an inflexible, bright-line rule for satisfying the written description requirement 

would either be too stringent for incremental improvements in well-developed 





limit obviousness); eBay Inc. v. MercExchange, L.L.C., 547 U.S. 388, 393 (2006) 

(rejecting a "categorical rule" to establishing a right to injunctive relief); Festo 

Corp., 535 U.S. at 739 (rejecting a "bright-line rule" to establish prosecution 

history estoppel). 

The sufficiency of written description should therefore be evaluated under a 

flexible standard on a case-by-case basis, with an understanding that what is 

sufficient to satisfy the written description requirement will vary according to the 

art to which the invention pertains and as the knowledge of those skilled in the art 

develops. See e.g., Capon, 418 F.3d 1349; Amgen Inc. v. Hoechst Marion Roussel, 

Inc. 314 F.3d 1313 (Fed. Cir. 2003); In re Hayes Microcomputer Prods., Inc. 

Patent Litig., 982 F.2d 1527 (Fed. Cir. 1992). 

While a patentee need not have carried out the invention, he must be able to 

describe that invention "in sufficient detail that one skilled in the art can clearly 

conclude that the inventor invented the claimed invention." University 01Cal. , 119 

F.3d at 1566 (quoting Lockwood v. American Airlines, Inc., 107 F.3d 1565, 1572 

(Fed. Cir. 1997)). An applicant may describe the invention "by such descriptive 

means as words, structures, figures, diagrams, formulas, etc., that fully set forth the 

claimed invention." Lockwood, 107 F.3d at 1572. The written description can 

show "that an invention is complete by disclosure of sufficiently detailed, relevant 

identifying characteristics ... i. e., complete or partial structure, other physical 

15
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3.	 Literal Support for the Claimed Invention: The disclosure need not 

match the claim word for word to satisfy the written description 

requirement. See Purdue Pharma L.P. v. Faulding Inc., 230 F.3d 

1320, 1323 (Fed. Cir. 2000) ("the disclosure as originally filed does 

not have to provide in haec verba support for the claimed subject 

matter at issue."); see also Martin v. Johnson, 454 F.2d 746, 

(C.C.P.A. 1972) (noting that "the description need not be in ipsis 

verbis to be sufficient"). 

4.	 Identical Type or Depth of Disclosure for Each Invention: The 

written description requirement does not require "that every invention 

must be described in the same way. As each field evolves, the 

balance also evolves between what is known and what is added by 

each inventive contribution." Capon, 418 F.3d at 1357-58. 

5.	 Express Disclosure of Each and Every Species in a Genus: "Mention 

of representative compounds encompassed by generic claims 

language clearly is not required by §112 or any other provision of the 

statute. But, where no explicit description of a generic invention is to 

be found in the specification ... mention of representative compounds 

may provide implicit description upon which to base generic claim 

language." In re Robins, 429 F.2d 452,456-57 (C.C.P.A. 1970). 

17 
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IV.	 IPO does not advocate that claims should be limited to disclosed 
embodiments or that unclaimed details of such embodiments 
should necessarily be used to limit claim scope. 

Application of the separate written description requirement should not be 

implemented in a way that limits the claims to the specific disclosed embodiments. 

See Liebel-Flarsheirn Co. v. Medrad, Inc., 358 F.3d898 (Fed. Cir. 2004); see also 

E-Pass Techs., Inc. v. 3Corn Corp., 343 F.3d 1364 (Fed. Cir. 2003) (noting the 

"inherent tension" in evaluating "whether a statement is a clear lexicographic 

definition or a description of a preferred embodin1ent"). The separate written 

description requirement also should not undermine the courts' reluctance to narrow 

claim scope by importing limitations appearing in the specifications. "[I]t is 

important not to import clain1 limitations that are not part of the claim. For 

example, a particular embodiment appearing in the written description may not be 

read into a claim when the claim language is broader than the embodiment." 

SuperGuide Corp. v. DirecTV Enters., Inc., 358 F.3d 870, 875 (Fed. Cir. 2004). 

To the contrary, IPO submits merely that the separate written description 

requirement is a nec~ssary and essential element of a patent that insures the quid 

pro quo of the patent system is satisfied. 

CONCLUSION 

For the foregoing reasons, IPO believes that this Court should uphold the 

long-standing interpretation of35 U.S.C. § 112, paragraph 1, as having a written 

18
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