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IN THE UNITED STATES COURT OF APPEALS 
FOR THE FEDERAL CIRCUIT 

EXELIXIS, INC., 

Plaintiff-Appellee, 

v. 

Teresa Stanek Rea, ACTING DIRECTOR OF THE 
UNITED STATES PATENT AND TRADEMARK OFFICE,  

Defendant-Appellant. 

Appeal from the United States District Court for the Eastern District of 
Virginia in Case No. 12-CV-0096, Judge T. S. Ellis, III.  

EXELIXIS, INC., 

Plaintiff-Appellant, 

v. 

Teresa Stanek Rea, ACTING DIRECTOR OF THE 
UNITED STATES PATENT AND TRADEMARK OFFICE, 

Defendant-Appellee. 

 
Appeal from the United States District Court for the Eastern District of 

Virginia in Case No. 12-CV-0574, Judge Leonie M. Brinkema.  
 
 

INTRODUCTION AND SUMMARY OF ARGUMENT 

Section 154(b) of the Patent Act provides for the adjustment of patent terms 

based on certain categories of delay attributed to the United States Patent and 

Trademark Office (“USPTO”) and the patent applicant.  35 U.S.C. § 154(b).  

Under subsection 154(b)(1)(B), if the USPTO fails to issue a patent “within 3 years 
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after the actual filing date of the application . . .[,] not including . . . any time 

consumed by continued examination of the application requested by the applicant 

under section 132(b) . . . [,] the term of the patent shall be extended 1 day for each 

day after the end of that 3-year period until the patent is issued.”  35 U.S.C. 

§ 154(b)(1)(B)(i).  This type of patent term adjustment (“PTA”) is called B delay.  

The issue presented by the USPTO’s appeal is whether this Court should uphold 

the agency’s longstanding interpretation of this provision, under which any time 

consumed by an applicant’s request for continued examination (“RCE”) is 

excluded from the calculation of patent term adjustment under subsection 

154(b)(1)(B) regardless of when the applicant filed the RCE.  The second issue, 

raised in Exelixis’s cross-appeal brief, is whether the Court should defer to the 

USPTO’s definition of “any time consumed by continued examination of the 

application requested by the applicant under section 132(b)” to include all time 

elapsed between filing of an RCE and issuance of a patent. 

1.  The RCE process allows the patent applicant to submit new evidence and 

new arguments and to amend the written description, claims, and/or drawings in its 

patent application after the application has been finally rejected by the USPTO.  37 

C.F.R. §§ 1.114(b), (c).  Prior to filing an RCE, the applicant will have already had 

opportunities to amend its application.  Filing an RCE allows an applicant to 

continue to benefit from its earlier patent application filing date while significantly 
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revising its application even after a final notice of rejection or notice of allowance 

is issued.   

Under the USPTO’s longstanding interpretation, set out in its regulations 

and due deference under Skidmore, the applicant cannot accrue B delay after it 

files an RCE.  B-delay PTA is available only when “the issue of an original patent 

is delayed due to the failure of the United States Patent and Trademark office to 

issue a patent within 3 years.”  35 U.S.C. § 154(b)(1)(B).  As the Exelixis II district 

court explained, an RCE adds time to the processing of the application but delay 

after the filing of an RCE “emanates solely from an applicant’s original failure to 

file an application fit for a notice of allowance.”  JA 49.  Adjusting the term for 

this “applicant-caused delay is incompatible with the concept of B-delay PTA, 

which is fundamentally anchored to PTO-caused delay.”  JA 49.  An applicant is 

protected against USPTO delay after an RCE is filed because PTA is available 

under Section 154(b)(1)(A) (called “A delay”) if the USPTO fails to meet the 

deadlines therein after the filing of an RCE.  See 65 Fed. Reg. 56,366, 56,376 

(September 18, 2000).    

This interpretation avoids absurd results, realizes Congress’s intent, and best 

makes sense of the provision as a whole.  Under Exelixis’s interpretation, B-delay 

adjustment would be available, not only for RCEs, but also for delays requested by 

the applicant and for time consumed by unsuccessful appeals.  Such an 
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interpretation makes little sense, particularly as Section 154(b)(1)(C)(iii) provides 

for PTA for successful appeals only.  Additionally, PTA for RCEs would vary 

wildly depending on whether the RCE was filed before or after three years had 

passed.  The possibility of a huge windfall of PTA for RCEs filed after three years 

would encourage patent applicants to delay filing RCEs until after the three-year 

mark.  It would also create the conditions for submarine patents, which Congress 

was particularly concerned with avoiding, by allowing patent submariners to 

extend their patent terms further into the future.  Thus, although the statute is 

ambiguous, the USPTO’s interpretation is by far the better reading of the statute 

and this Court should defer to it under Skidmore. 

2.  Exelixis’s argument in its cross-appeal that PTA should be available for 

time between the notice of allowance and the issuance of the patent is equally 

flawed.  The phrase “continued examination of the application requested by the 

applicant under section 132(b)” means time consumed by the RCE, the process 

provided for in 35 U.S.C. § 132(b).  The USPTO has discretion under Section 

132(b) to define the RCE process and to determine when it is completed.  The 

USPTO has done so and determined that the RCE process continues until the 

patent is actually issued because, once an RCE is requested, “any further 

processing or examination of the application, including granting of a patent, is by 

virtue of the continued examination.”  65 Fed. Reg. at 56,376.   Thus, all further 
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processing is “consumed by continued examination requested by the applicant 

under section 132(b),” i.e., the RCE, not by examination of the initial application.  

See 35 U.S.C. § 154(b)(1)(B)(i).  Exelixis’s contrary argument disregards the full 

text of subsection 154(b)(2)(B)(i) and focuses solely on the word “examination.”  

The USPTO’s longstanding interpretation of RCE time is the best reading of the 

provision as whole, is set out in 37 C.F.R. § 1.703, and is entitled to Skidmore 

deference. 

Exelixis’s argument not only plucks the word “examination” out of context, 

it relies on a misunderstanding of that word.  The period of examination spans the 

entire time that an application is pending with the USPTO.  Examination continues 

until the patent is issued and the participants no longer have an obligation to 

respond to new information or newly identified problems.  Thus, even to the extent 

the proper interpretation may turn on the term “examination,” any time following 

the filing of the RCE is “time consumed by continued examination of the 

application requested by the applicant” and must be excluded from the amount of 

B delay.  35 U.S.C. § 154(b)(1)(B)(i). 

 Exelixis further errs in asserting that it should receive PTA for this time 

because the “PTO, not Exelixis, is responsible for the substantial time that lapsed 

between the PTO’s issuance of the Notice of Allowance and the PTO’s issuance of 

the patent.”  Red Br. 25.  The majority of the time between the issuance of the 
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notice of allowance and the issuance of the patent in Exelixis II was attributable to 

Exelixis’s own delay in paying the issue fee, a step that is a statutory prerequisite 

for the issuance of a patent.  That delay can hardly be attributed to the USPTO. 

ARGUMENT 

I. THE USPTO HAS REASONABLY CONSTRUED SECTION 

154(b)(1)(B) TO EXCLUDE ALL RCE DELAY FROM THE 

CATEGORY OF B DELAY, REGARDLESS OF WHEN THE RCE IS 

FILED 

A. The USPTO’s reading is the best reading of the statute as a whole 

As explained in our opening brief (Br. 19-22), the text of 35 U.S.C. 

§ 154(b)(1)(B) is ambiguous.  It can be read as providing that time associated with 

the filing of an RCE is excluded from the B-delay category of PTA, regardless of 

when the RCE is filed, or it can be read to apply only to RCEs filed within the first 

three years.  This is because, as a grammatical matter, the phrase, “not including . . 

. any time consumed by continued examination of the application requested by the 

applicant under Section 132(b),” can be read as modifying either the preceding 

clause regarding the three year period (“. . . failure of the [USPTO] to issue a 

patent within 3 years . . .”) or the subsequent clause regarding the PTA to be 

granted (“. . . the term of the patent shall be extended 1 day for each day . . .”).   
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Reading the statute as a whole, the USPTO’s interpretation is by far the 

better way to resolve this textual ambiguity.1  By excluding RCE time from the B-

delay category of PTA, the USPTO ensures that RCEs are treated the same 

regardless of when they are filed.  Under Exelixis’s interpretation, an applicant 

would get no PTA if it filed its RCE at 2 years and 11 months, but could get a large 

amount of PTA if it filed its RCE just a month later.  As the Exelixis II district 

court held, such a result is “absurd.”  JA 44. 

The USPTO’s reading is consistent with the statutory language making B 

delay available to compensate for delays “due to the failure of the United States 

Patent and Trademark Office.”  35 U.S.C. § 154(b)(1)(B).  Time consumed by 

processing of an RCE “shall not be considered a delay by the PTO.”  H.R. Rep. 

No. 106-287 at 51 (1999).  Rather, as the Exelixis II court explained, an RCE is 

requested by the applicant and causes delay due to the failure of the applicant to 

                                                 
1 Even if this Court concludes that the “not including” clause applies only to 

RCEs filed within the first three years, this Court should defer to the USPTO’s 
interpretation of the statute.  As the Exelixis II district court explained, “silence as 
to the RCEs filed after the three-year period” is not sufficient to express “‘plain 
and unambiguous’ congressional intent on the issue.”  JA 39.  Rather, “a 
reasonable interpretation of the statute and its legislative history support the 
conclusion that there is no reason to treat RCEs differently based upon when they 
were filed.”  JA 39. 
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file a grantable patent application (or amend it to fully address an examiner’s initial 

rejection).  JA 49.2 

This reading also comports with the statutory provision when viewed as a 

whole.  The same provision that addresses treatment of RCE time also addresses 

time consumed by unsuccessful appeals and applicant-requested delay.  See 35 

U.S.C. §§ 154(b)(1)(B)(ii), (iii).  Under Exelixis’s interpretation, applicants would 

receive additional B-delay PTA, not only during the pendency of an RCE, but also 

during the pendency of unsuccessful appeals taken by the applicant and delays 

requested by the applicant, if they occur after three years.  Indeed, Exelixis’s 

interpretation would mandate that, if an applicant requests a delay after the three-

year mark, any such period of delay would not be excluded from the calculation of 

B delay under operation of the statute as written.  This is contrary to Congress’s 

                                                 
2 Amicus errs in arguing that 35 U.S.C. § 154(b) only contemplates two 

categories of delay: “PTO delay” and “applicant delay.”  See Amicus Br. 13.  The 
statute lists a discrete set of PTO delays (i.e., specific deadlines and events) that 
leads to PTA, see Section 154(b)(1), and more broadly contemplates acts by an 
applicant that will reduce PTA, see Section 154(b)(2)(C), but it does not cover all 
possible instances of delay during examination.  Moreover, although the USPTO 
has joined others in using the term “applicant delay” as shorthand for Section 
154(b)(2)(C), that subsection does not use the term “delay” and its application does 
not hinge on whether the issue date of the patent is affected in a particular case.  
Thus, the statute is best read as contemplating that some delay may be due neither 
to a failure by the applicant nor to a failure by the USPTO.   

Should this Court agree with amicus on this point, however, it should still 
find that RCE time is not USPTO delay.  The relevant conference report 
unequivocally states that time consumed by processing of an RCE “shall not be 
considered a delay by the PTO.”  H.R. Rep. No. 106-464 at 126 (1999).   
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acknowledged intention to provide patent term extension only for delays caused by 

the USPTO and not for delays caused by the applicant.  Providing PTA for 

unsuccessful appeals also runs counter to Congress’s decision, codified in Section 

154(b)(1)(C)(iii), to provide PTA for successful appeals only.   

Exelixis and its amicus3 rely on the potential value of requests for continued 

examination as means of advancing patent prosecution.  Red Br. 35; Amicus Br. 

13-17.  However, the USPTO’s interpretation does not undermine the utility of 

RCEs; it simply prevents applicants from obtaining a windfall of PTA if they file 

an RCE after the three-year mark.  The PTA statute does not base the 

determination of PTA on the value or usefulness of a practice.  And, many of the 

“valuable” practices described by amicus, such as submitting responses to Office 

actions and Information Disclosure Statements (see 37 C.F.R. §§ 1.97, 1.98), see 

Amicus Br. 14-15, may nevertheless implicate PTA based, for example, on when 

they are submitted.  See, e.g., 37 C.F.R. §§ 1.704(b), 1.704(d).4  Moreover, 

Exelixis’s argument does not take account of the fact that its interpretation 

necessarily applies to unsuccessful appeals (§ 154(b)(1)(B)(ii)) and applicant-

                                                 
3 All references to an amicus brief are to the brief filed by AbbVie 

Biotherapeutics Inc. in support of Exelixis, not to the late-filed pro se amicus brief 
of Tara Chand Singhal, which was tendered for filing the day before the USPTO’s 
brief was due. 

4 Indeed, the statute explicitly provides that an applicant’s submission of a 
response to an Office action affects the amount of PTA when the response is 
submitted after a three-month period.  See 35 U.S.C. § 154(b)(2)(C)(ii).  
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requested delay (§ 154(b)(1)(B)(iii)) as well.  There is no reason why Congress 

would have wished to give PTA for the time associated with unsuccessful appeals 

and applicant-requested delay, and Exelixis identifies none.  The potential benefits 

of RCEs to patent prosecution are thus insufficient to support Exelixis’s 

interpretation of the statute and cannot outweigh the internal inconsistencies that its 

reading creates. 

Exelixis responds that time consumed by unsuccessful appeals and 

applicant-requested delay could be treated as applicant delay.  Red Br. 40.  Of 

course, the USPTO has significant discretion to define applicant delay, see 35 

U.S.C. § 154(b)(2)(C)(iii), and it could define unsuccessful appeals to be applicant 

delay, just as it could define time consumed by a request for continued 

examination to be applicant delay.  Indeed, it has already done so with respect to 

applicant-requested delays covered by Section 154(b)(1)(B)(iii).  But it is hardly an 

argument in favor of a proffered statutory interpretation that the agency has the 

power to fix statutory contradictions and problems that the interpretation creates.  

Exelixis does not explain why Congress would enact a statute that requires such a 

regulatory fix in the first place. 

Exelixis further errs in arguing that nothing can reduce the amount of patent 

term time provided under Section 154(b)(1) because that section sets out 

“guarantees” while Section 154(b)(2) sets out “limitations.”  Red Br. 32-35.  
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According to Exelixis, PTA can only be limited by Section 154(b)(2) and “[t]he 

statute simply does not authorize the PTO to reduce the applicant’s PTA by any 

‘time consumed by’ the RCE, whether filed before or after the 3-year deadline.”  

Red Br. 20.  But it is undisputed that RCE time is excluded from B delay if the 

RCE is filed within three years of the initial application.5  B delay is thus limited 

by the conditions set out in Section 154(b)(1)(B) itself and Section 154(b)(2) is not 

the only possible source of limits on RCE time. 

It makes sense that the RCE provision is in Section 154(b)(1)(B) because the 

RCE provision applies only to B delay.  Section 154(b)(2) applies to PTA granted 

under each subsection of 154(b)(1).  Had Congress put the RCE provision in that 

section, it would have limited A delay and C delay as well.  But, as explained in 

the USPTO’s opening brief (Br. 30-31), the applicant can still accrue A delay and 

C delay after requesting continued examination of an application.  See 65 Fed. 

Reg. at 56,376.   

Exelixis compounds its error by asserting that nothing can reduce the PTA 

calculated under subsection 154(b)(1)(B) because nothing reduces the PTA 

                                                 
5 Further, to the extent that Exelixis draws a distinction between 

“subtracting” days from PTA and “excluding” days from PTA, the USPTO 
“excludes” any time consumed by the RCE from the total amount of B delay as 
required by 35 U.S.C. § 154(b)(1)(B).  See 37 C.F.R. § 1.703(b)(1).  The USPTO 
treats all applicants consistently in excluding the RCE time from the B-delay total 
regardless whether the RCE was filed before or after the three-year mark.   
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calculated under subsections 154(b)(1)(A) or 154(b)(1)(C).  Red Br. 32-33.  

Subsections 154(b)(1)(A) and 154(b)(1)(C) do not have the “not including” 

language found in subsection 154(b)(1)(B).  This “not including” language 

indisputably requires that certain time be excluded from the calculation.  The only 

question is at what point in the calculation this exclusion takes place.   

B.  The USPTO’s reading best realizes Congress’s intent 

As further demonstrated in the USPTO’s opening brief (Br. 23-27), 

Exelixis’s reading of the statute also is at odds with Congressional intent because 

that reading would create the very submarine patent problem that Congress was 

trying to prevent.  This problem occurs when an applicant “purposefully delay[s] 

the consideration of their application through meaningless amendments and 

repeated continuance requests” until “someone else has invested heavily in a 

similar invention.”  S. Rep. No. 105-42 at 52 (1997).  Then “the submarine 

applicant causes his application to ‘surface’ as a patent.”  Ibid.  The switch from 

calculating patent terms from the date of patent issue to the patent application’s 

filing date largely resolved the submarine patent problem because applicants lost 

out on patent term through such delay tactics.  In creating the PTA provisions at 

issue in this suit, Congress was extremely concerned with the issue of submarine 

patents and sought to balance the guarantee of a 17-year patent term against the 

protection against submarine patents.  See, e.g., S. Rep. No. 105-42 at 101.   
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Exelixis’s interpretation of the statute allows submarine patents by creating 

possibilities to delay the issuance of the patent but still obtain PTA.  For example, 

an applicant could file an overly broad patent application, repeatedly fail to address 

the examiner’s reasons for rejection, and then narrow it only in a later RCE.  

Exelixis asserts that there is no basis for the government to argue that applicants 

could draw out the patent examination process in this manner.  But in Exelixis II 

the district court found that the extended examination of the patent was necessary 

only because Exelixis initially sought “an overly-broad patent.”  JA 47.  While 

every applicant can strive for the broadest scope of claims to which it believes it is 

entitled, it must weigh the benefit of prolonged examination against the length of 

patent term it will receive, given that patent term is measured from the filing date 

pursuant to 35 U.S.C. § 132(a).      

Exelixis asserts that its RCEs led to the prompt resolution of the 

applications.  Red Br. 21.  The RCE process may allow faster resolution of an 

application (in comparison to the time it takes for an application to be appealed), 

but the time taken to resolve an issue does not factor into whether it should be 

excluded or included in B delay.  Indeed, the statute merely requires that, when the 

applicant request continued examination under Section 132(b), “any time 

consumed by” the requested RCE is excluded from B delay.  35 U.S.C. 

§ 154(b)(1)(B)(i).  Further, the submission of an RCE is not necessarily a sign that 
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an applicant has attempted to speed up the processing of its application.  An RCE 

may be required because of the applicant’s earlier failure to file claims that are 

patentable, or to amend them to be patentable in light of an examiner’s rejections.   

In Exelixis II, for example, Exelixis made numerous revisions to its claims 

prior to filing an RCE, but it did not adequately respond to the USPTO’s concerns 

regarding the scope of its claims until the RCE.  Prior to the first USPTO action, 

Exelixis had filed four preliminary amendments to its application, each cancelling 

or amending all of its claims and adding dozens of new claims.  JA 30.  The 

USPTO then issued a non-final rejection, in response to which Exelixis again 

amended its application but did not address the USPTO’s concerns.  JA 32.  A 

notice of final rejection issued and Exelixis responded by again revising its claims.  

JA 32.  Exelixis received an advisory action from the USPTO and had a further 

telephone interview with the examiner.  JA 32-33.  Only at that point did Exelixis 

file an RCE.  The RCE at last responded to the examiner’s concerns and the 

USPTO was able to respond a short time later with a notice of allowance.  JA 33.  

The district court found that, “[h]ad Exelixis initially filed a narrowly-tailored 

application, rather than seeking an overly-broad patent, the extended examination 

would not have been necessary.”  JA 47. 

Because there is no limit on the number of RCEs an applicant can file, 

Exelixis’s interpretation could result in significant increases in processing time 
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even after the filing of the RCE.  Although amicus asserts that concerns regarding 

multiple RCEs and RCEs filed after the notice of allowance are “speculative at 

best,” Amicus Br. 18-19, the USPTO demonstrated in its opening brief (pp. 25-26) 

that this does occur and that in a small percentage of cases the applicant even files 

three or more RCEs.  Indeed, in another case pending before this Court, the 

plaintiff filed three RCEs and several amendments on one patent and filed an RCE 

after a notice of allowance on a second application and now seeks PTA for the time 

the RCEs were pending.  Novartis AG v. Rea, No. 11-0659, Amended Complaint, 

Doc. No. 14, at 5-8 (D.D.C. December 16, 2011), appeal pending, 2013-1160, 

2013-1179 (Fed. Cir).   

Exelixis and its amicus argue that there is no reason for concern regarding 

submarine patents because only a small percentage of applicants file three or more 

RCEs.  Red Br. 23-24, 44 n.4; Amicus Br. 18-19.  The small number of serial 

RCEs in the current system merely demonstrates that the balance struck by 

Congress and the USPTO is reasonably effective in providing the benefits of the 

17-year patent term while preserving the disincentives to manipulate the system.  

Under the USPTO’s reading, delaying the processing of an application by filing 

repeated RCEs requires the applicant to sacrifice patent term.  Under Exelixis’s 
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reading, by contrast, applicants would be able to obtain unlimited extensions of 

PTA by filing repeated RCEs.6   

Exelixis fundamentally misses the point in arguing that deadlines are 

inherently arbitrary and concerns regarding submarine patents should be addressed 

to Congress.  Red Br. 43-44.  As the legislative history of this provision and its 

precursors demonstrates, Congress has already considered this issue.  In enacting 

this statute, it attempted to “provide[] the benefit of the pre-GATT 17-year term 

but . . . not invite the unscrupulous and terribly wasteful practice of submarine 

patenting.”  S. Rep. No. 105-42 at 101.  The statute was designed to “preserve[] the 

20-year term’s disincentive to manipulate the patent examination system.”  S. Rep. 

No. 105-42 at 42.  Exelixis’s reading of the statute would create the very problem 

that Congress intended to prevent. 

                                                 
6 Amicus argues that applicants are entitled to submit broad claims and 

gradually narrow them over repeated amendments and RCEs.  Amicus Br. 21.  
Even so, applicants are not entitled to get adjustment for B delay once they request 
an RCE (which may be submitted only after receiving a final rejection or notice of 
allowance).  On the contrary, Congress stated that applicants that maintain overly 
broad applications raise submarine patent concerns.  S. Rep. No. 105-42 at 52 
(1997) (A submarine patent typically states the “claims as broadly as possible in 
order to increase the chances that the[] claims will overlap other inventions.”).   

Amicus also argues that the USPTO could have denied the preliminary 
amendments in the patent at issue in Exelixis II.  Amicus Br. 20.  But, again, the 
fact that the USPTO accepted these amendments does not mean that it is required 
to give PTA while a subsequent RCE was pending.  Exelixis has already benefited 
from PTA that accrued while the preliminary amendments were pending.  JA 821. 
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Exelixis points to a single sentence in the conference report which states that 

RCE time “shall not be considered a delay by the PTO and shall not be counted for 

purposes of determining whether the patent issued within three years from the 

actual filing date.”  H.R. Rep. No. 106-464 at 126.  Exelixis suggests that the latter 

portion of the sentence (“shall not be counted . . .”) is evidence that RCE time was 

meant to be taken into account solely in determining whether the patent issued 

within the three-year period.  Red Br. 32.  But Exelixis ignores the first portion of 

the sentence, which states more broadly that RCE time “shall not be considered a 

delay by the PTO.”  That statement strongly supports the USPTO’s reading of the 

provision, which—unlike Exelixis’s reading—ensures that the calculation of PTA 

under section 154(b)(1)(B) is tied to USPTO delay.  Thus, for Exelixis’s purposes, 

the quoted sentence is ambiguous at best.  More meaningful guidance comes from 

the legislative history as a whole, which reflects Congress’s concern with 

submarine patents.   

Not only does Exelixis’s reading create the conditions for submarine patents, 

it also creates an incentive for even the most scrupulous applicant to delay.  By 

waiting until after the three-year mark to file an RCE, applicants can potentially 

get the benefit of large increases in PTA.  As discussed in the USPTO’s opening 

brief (Br. 26-27 n.6), law firms are already advising applicants to do so in response 

to the Exelixis I district court’s decision in this case.   
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II. THE USPTO CORRECTLY DETERMINED THAT “ANY TIME 

CONSUMED BY CONTINUED EXAMINATION” INCLUDES 

ALL TIME FOLLOWING THE FILING OF AN RCE  

Exelixis also argues that the USPTO’s longstanding regulation defining RCE 

time is invalid because the USPTO considers all time following the filing of an 

RCE to be RCE time.   

The USPTO’s interpretation best gives meaning to all of the words in 

Section 154(b)(1)(B)(i).  The statute provides that the calculation excludes “any 

time consumed by continued examination of the application requested by the 

applicant under section 132(b).”  35 U.S.C. § 154(b)(1)(B)(i).  By electing this 

broad language, rather than merely excluding “time consumed by examination,” 

Congress excluded all of the time consumed by the proceeding established in 

Section 132(b) and requested by the applicant.  However, Congress left it to the 

USPTO to define the process for “continued examination” under Section 132(b), 

including when that process begins and ends.  35 U.S.C. § 132(b) (“the Director 

shall prescribe regulations to provide for the continued examination of applications 

for patent at the request of the applicant.”).  The USPTO exercised this authority 

through notice-and-comment rulemaking that set out the RCE process and 

explained how the RCE would affect the B-delay calculation.  See 65 Fed. Reg. 

50,092 (August 16, 2000) (final RCE rules); 65 Fed. Reg. 56,366, 56,376 

(September 18, 2000) (final PTA rules).   

Case: 13-1175      Document: 49     Page: 23     Filed: 06/27/2013



 19 
 

The USPTO’s interpretation is further supported by the fact that the statutory 

language is written to broadly exclude “any time” consumed by the RCE that the 

applicant requests.  By specifying that “any time” should be excluded, Congress 

indicated that a broad reading of the provision was appropriate.  Additionally, the 

statute focuses on the request made by the applicant (“. . . requested by the 

applicant . . .”), rather than on any specific acts taken by the USPTO after such a 

request.  Once an RCE is requested, “any further processing or examination of the 

application, including granting of a patent, is by virtue of the continued 

examination.”  65 Fed. Reg. at 56,376.  Thus, any time following the filing of an 

RCE is consumed by the RCE. 

Exelixis, on the other hand, can only support its interpretation of the 

subsection by reading the term “examination” in isolation.  However, this approach 

violates the axiom that the courts should give effect to every clause and word of a 

statute to avoid rendering any statutory language superfluous.  Salman Ranch Ltd. 

v. United States, 573 F.3d 1362, 1374 (Fed. Cir. 2009).  For this reason, Exelixis’ 

interpretation should be rejected.  In any event, Exelixis’s argument also fails 

because Exelixis has misconstrued the term “examination.”  

In Exelixis’s view, examination cannot include the period between the 

issuance of the notice of allowance and the issuance of the patent because the 

notice of allowance states that the application “has been examined” and no actual 
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examination occurred after that time.  Red Br. 47 (emphasis and quotation marks 

omitted).  In the patent context, however, the word “examination” is not limited in 

such a way.  The period of examination spans the entire time that the application is 

pending before the USPTO.  See 35 U.S.C. § 131 (indicating that issuance 

immediately follows examination).  This understanding of the term “examination” 

is consistent with the USPTO’s regulation governing “adjustment of patent term 

due to examination delay,” which includes patent term adjustment for delays in 

issuing the patent after payment of the issue fee.  See 37 C.F.R. § 1.703(a)(6) 

(emphasis added).  Likewise, late payment of the issue fee and requests to defer 

issuance of a patent after payment of the issue fee, both of which must occur after 

the notice of allowance is issued, represent a failure of the applicant to engage in 

reasonable efforts to conclude “processing or examination” of the application.  37 

C.F.R. §§ 1.704(c)(2), (3); 65 Fed. Reg. at 56,371. 

This use of the term “examination” to include time between the notice of 

allowance and the issuance of the patent makes sense because both the USPTO and 

the applicant remain engaged in the examination process until the actual issuance 

of the patent.  The applicant has a duty to disclose information material to 

patentability until either the patent is issued or the application is abandoned.  See 

37 C.F.R. § 1.56; Manual of Patent Examining Procedure (“MPEP”) § 2001.04.  

The USPTO likewise can continue to examine the patentability of claims in an 
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application after the issuance of a notice of allowance7—with or without new 

information from the applicant—and may reject the claims in a patent application 

at any time until the patent is actually issued.  See BlackLight Power, Inc. v. 

Rogan, 295 F.3d 1269, 1273 (Fed. Cir. 2002); see also Seachange Int’l, Inc. v. C-

Cor Inc., 413 F.3d 1361, 1372 (Fed. Cir. 2005) (USPTO required applicant to 

respond to questions of patentability after notice of allowance was issued).  

Examination could also continue after the issuance of a notice of allowance at the 

request of the applicant.  See 37 C.F.R. § 1.313(a); 77 Fed. Reg. 27,443 (May 10, 

2012) (discussing the Quick Path Information Disclosure Statement (QPIDS) Pilot 

Program). 

Exelixis also errs in arguing that the terms “prosecution” and “examination” 

are synonymous and so examination must be complete at the issuance of the notice 

of allowance because prosecution is complete at that time.  While the terms are 

sometimes interchanged, the structure and language of Title 35 indicate that 

“prosecution” is something done by the applicant, while “examination” is done by 

the USPTO.  Thus, Section 131, “Examination of application,” instructs the 

Director to “cause an examination to be made of the application,” while Section 

133, “[t]ime for prosecuting application,” refers to the applicant’s failure “to 

                                                 
7  For example, after a notice of allowance issues, an examiner may still 

examine the application by reviewing late-filed amendments from the applicant 
and recommending their entry or non-entry.  See 37 C.F.R. § 1.312. 
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prosecute the application.”  Section 132 puts the two concepts together when it 

provides that “on examination” the USPTO must provide notice of any rejection or 

objection so that the applicant can judge “the propriety of continuing prosecution.”  

Prosecution thus closes when the applicant no longer has the ability to amend its 

pending claims as a matter of right because the USPTO issues, inter alia, a final 

office action rejecting the claims or a notice of allowance.  See, e.g., 37 C.F.R. § 

1.114(b); 62 Fed. Reg. 53,132, 53,144-45 (October 10, 1997).  The period of 

examination, on the other hand, extends until the time that the USPTO can no 

longer issue a rejection of the claims under 35 U.S.C. § 132—i.e., until the 

issuance of the patent.8  See 37 C.F.R. § 1.703(a)(6); 35 U.S.C. § 131.   

Exelixis reads language in the Federal Register out of context in arguing that 

the USPTO has concluded that prosecution and examination are the same.  In 

subsection 154(b)(2)(C)(i), the statute provides that PTA shall be reduced by the 

period of time during which the applicant “failed to engage in reasonable efforts to 

conclude prosecution of the application.”  Subsection 154(b)(2)(C)(iii) gives the 

Director of the USPTO authority to issue regulations defining the failure “to 

                                                 
8 MPEP § 1308.01 specifically contemplates that additional rejections may 

be made after allowance, and explains in detail how that is to be done.  Notably, 
under that provision, the examiner’s further consideration and review by USPTO 
management all precede a possible new rejection and an eventual reopening of 
prosecution.  Even though the application may be subject to continued internal 
review and hence examined during that period, prosecution is not reopened until a 
rejection is made. 
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engage in reasonable efforts to conclude processing or examination of an 

application.”  The USPTO reasonably concluded that the phrase “reasonable 

efforts to conclude processing or examination of an application” was a reference to 

the “reasonable efforts to conclude prosecution of the application” in the prior 

subsection and that it had authority to issue regulations defining the circumstances 

under which time PTA time should be subtracted for applicant delay.  65 Fed Reg. 

56,366, 56,377 (September 18, 2000).  Recognizing, however, that these terms are 

different and could cause confusion, the USPTO used both phrases in the 

regulation.  See 37 C.F.R. § 1.704(a) (“reasonable efforts to conclude prosecution 

(processing or examination) of the application”).  The USPTO concluded that 

Sections 154(b)(2)(C)(i) and (iii) both refer to the same applicant delay, not that 

“‘prosecution’” and “‘examination’” “mean[] the same thing,” as Exelixis 

suggests.  Red Br. 49; see 65 Fed. Reg. at 56,377 (stating that “[t]he Office agrees 

with this interpretation of 35 U.S.C. 154(b)(2)(C).”).  In any event, as explained 

above, the USPTO expressly defined delays in examination of the patent to include 

delays following the notice of allowance.  See 37 C.F.R. § 1.703(a)(6).   

Exelixis further argues that Congress used “prosecution” and “examination” 

interchangeably in Section 154(b)(2)(C).  Red Br. 48.  As an initial matter, 

Exelixis’s argument ignores Congress’s clear and different use of the terms in Title 

35, as discussed above.  But, even if Exelixis were correct that Congress viewed 
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“prosecution” to be coterminous with “examination” in Section 154(b)(2)(C), it 

would have no effect on the outcome here.  This case is not about the meaning of 

Section 154(b)(2)(C) and the actual statutory provision at issue here, 

§ 154(b)(1)(B), does not even use the word “prosecution.”  See 35 U.S.C. 

§ 154(b)(1)(B).  The definition of “prosecution” is at issue only because Exelixis 

points to the USPTO’s statement in the notice of allowance that “prosecution on 

the merits has closed” and Exelixis argued that this means that examination is also 

complete.  Red Br. 47.  It is the USPTO’s understanding of prosecution and 

examination that is relevant to the interpretation of the language in the USPTO’s 

notice of allowance.  As explained above, the USPTO has interpreted the 

examination period to extend beyond the closing of prosecution, as shown in the 

rulemaking implementing this statute wherein the USPTO defined delays in 

examination of a patent to include delays that follow the issuance of the notice of 

allowance in 37 C.F.R. § 1.703(a)(6).   

Comparing the USPTO’s definition of “time consumed by continued 

examination” to its definition of “time consumed by appellate review” under 

Section 154(b)(1)(B)(ii) further highlights the correctness of the USPTO’s 

interpretation.  Unlike an RCE, when there is no further processing or examination 

of the original application, a successful appeal generally results in reprocessing and 

examination of the original application on remand.  Time following the remand is 
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thus consumed by examination of the original application, not the appeal.  

Moreover, unlike an RCE, appellate review comes to an end when the court or the 

Patent Trial and Appeal Board issues its opinion or jurisdiction is transferred back 

to the examiner.  37 C.F.R. § 1.703(b)(4).  After that point, the court of appeals or 

the Patent Trial and Appeal Board cannot continue to consider the application.  By 

contrast, the USPTO may reconsider the issuance of the patent even after issuing a 

notice of allowance.  Thus, time consumed by appeal is defined to extend only 

until jurisdiction is returned to the examiner, while time consumed by an RCE 

extends until the patent is actually issued. 

Exelixis argues that it would be unfair to deny it PTA for time between the 

notice of allowance and the issue date because “PTO – not Exelixis – controlled 

the time it took” to issue the patents after issuance of the notice of allowance.  Red 

Br. 50.  As an initial matter, this is only partially true.  The USPTO only controls 

the time after payment of the issue fee and satisfaction of any other outstanding 

requirements by the applicant.  The applicant controls the time it takes to pay the 

issue fee and fulfill any other necessary requirements.  In Exelixis II, it took 

Exelixis almost three months (from July 1 to September 30) to pay the issue fee, 

accounting for the majority of the time that elapsed between the notice of 

allowance and the patent issue date.  JA 820.  Even though Exelixis, not the 

USPTO, was responsible for that time, and Exelixis waited until the last day to pay 
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the issue fee, Exelixis now requests PTA for the entire period and asserts that it is 

“time consumed by [the USPTO’s] administrative delay.”  Red Br. 46, 51; see also 

37 C.F.R. § 1.311(a) (a patent application is abandoned if the issue fee is not paid 

within three months).   

Congress considered this issue and provided that applicants are entitled to 

receive PTA for A delay when the USPTO takes more than four months to issue a 

patent after the issue fee is paid and all outstanding requirements are satisfied.  35 

U.S.C. § 154(b)(1)(A)(iv).  PTA is thus available where there are undue USPTO 

delays in issuing the patent.  Exelixis does not allege, however, that any such delay 

occurred in this case.  Thus, additional PTA is not warranted.   

Exelixis misunderstands the statutory scheme in arguing that the USPTO 

treats RCE time “in a more punitive manner than Applicant delay.”  Red Br. 50.  

As explained in the USPTO’s opening brief (Br. 30), PTA is designed to 

compensate for delays by the USPTO.  It is not punitive to decline to grant PTA 

for delays that are not due to a failure on the part of the USPTO.  The RCE 

applicant still benefits from the earlier filing date of the original application and 

any PTA that accrued under the original application, as well as any A or C delay 

that accrues after the filing of the RCE.     

Exelixis further argues that it does not make sense to deny it PTA for this 

time because the processing which occurs between the notice of allowance and the 
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patent issue date occurs for all patents, regardless of whether an RCE is filed.  But 

the USPTO’s interpretation is consistent with Congress’s intent to provide B delay 

only for delays “due to the failure of the United States Patent and Trademark 

Office.”  35 U.S.C. § 154(b)(1)(B).  As the Exelixis II district court held, any delay 

following the filing of an RCE “emanates solely from an applicant’s original 

failure to file an application fit for a notice of allowance.”  JA 49.  Giving PTA for 

“[t]his applicant-caused delay is incompatible with the concept of B-delay PTA, 

which is fundamentally anchored to PTO-caused delay.”  JA 49. 

III.  THE USPTO’S INTERPRETATION IS DUE DEFERENCE UNDER 

SKIDMORE AND, IN ANY EVENT, THE USPTO SHOULD BE GIVEN 

THE OPPORTUNITY TO CALCULATE PTA IN THE FIRST 

INSTANCE 

The USPTO’s opening brief further demonstrated (Br. 32-33) that the 

USPTO’s interpretation of this provision is due Skidmore deference.  Congress left 

significant discretion to the USPTO to determine both PTA time and how to 

process RCEs.  JA 39-40.  The USPTO’s interpretation reflects the considered 

judgment of the USPTO as established in a longstanding regulation enacted 

through notice and comment rulemaking.  See Rubie’s Costume Co. v. United 

States, 337 F.3d 1350, 1356, 1358-59 (Fed. Cir. 2003).  This argument applies 

equally to the definition of “any time consumed by continued examination of the 

application requested by the applicant under section 132(b)” raised by Exelixis in 

its cross appeal, and to the decision to subtract RCE time from the calculation of B 
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delay raised by the government in its opening brief.  Both interpretations are set 

out in 37 C.F.R. § 1.703. 

Exelixis does not dispute in its response that Congress left significant 

discretion to the USPTO to define the process for RCEs and to determine PTA 

time.  Nor does Exelixis dispute that the USPTO’s interpretation represents its 

considered judgment as embodied in a longstanding regulation enacted through 

notice and comment.  Exelixis simply argues that Skidmore deference is not 

appropriate because the language of the statute is clear.  However, as explained 

above, the provisions are ambiguous and the USPTO’s interpretation best makes 

sense of the statute as a whole and realizes Congress’s intent.9   As such, this Court 

should defer to the USPTO’s interpretation “even if [it] might not have adopted 

that construction without the benefit of the agency’s analysis.”  Cathedral Candle 

Co. v. U.S. Intern. Trade Comm’n, 400 F.3d 1352, 1366 (Fed. Cir. 2005). 

Finally, even if the Court were to adopt Exelixis’s interpretation, it should 

remand to the USPTO rather than calculate PTA itself as Exelixis requests.  “When 

an agency has employed the wrong legal standard in evaluating the evidence in the 

case, the appropriate remedy is normally for the reviewing court to remand the 

case to the agency for the agency to reassess the evidence under the correct 

                                                 
9 At the very least, as held by the Exelixis II district court, the statute wholly 

fails to address the treatment of RCEs after three years have passed and gives 
discretion to the USPTO to make this determination.   

Case: 13-1175      Document: 49     Page: 33     Filed: 06/27/2013



 29 
 

standard.”   Stevens v. Principi, 289 F.3d 814, 817-18 (Fed. Cir. 2002).  This was 

the procedure followed in Wyeth v. Kappos, 591 F.3d 1364 (Fed. Cir. 2010), when 

this Court held that the USPTO had erroneously calculated PTA under a mistaken 

interpretation of the statute.   

This Court should follow the normal practice and remand in this case, if 

necessary.  If the Court were to adopt Exelixis’s interpretation of the statute, the 

USPTO would need to revise its regulations to implement the Court’s decision and 

apply the revised regulations when recalculating the PTA awarded.  In many cases, 

recalculating PTA will not be as simple as adding the time while the RCE was 

pending to the PTA.  The USPTO will have to consider whether any previously 

granted A delay or C delay would overlap with the additional time.  It will also 

have to consider other types of delay, such as applicant delay, that it was 

unnecessary to consider under the current regulatory scheme.   The USPTO has the 

expertise required to make the necessary judgments and carry out these complex 

calculations.  It should be given the opportunity to do so in the first instance.   
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CONCLUSION 

The judgment of the Exelixis I court should be reversed and the judgment of 

the Exelixis II court should be affirmed. 
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