
IN THE UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF DELAWARE 

 
PIONEER HI-BRED 
INTERNATIONAL, INC. and E. I. DU 
PONT DE NEMOURS AND 
COMPANY, 
 
  Plaintiffs, 
 

v. 
 
BASF CORPORATION and BASF SE, 
 
  Defendants. 

) 
) 
) 
) 
) 
) 
) 
) 
) 
) 
) 
) 

 
 
 
 
 
C.A. No. _______________ 
 
JURY TRIAL DEMANDED 

 
COMPLAINT 

 
 Plaintiffs, Pioneer Hi-Bred International, Inc. (“Pioneer”) and E. I. du Pont de 

Nemours and Company (“DuPont”), bring this action for patent infringement, declaratory 

judgment, and injunctive relief against Defendants, BASF Corporation and BASF SE (unless 

otherwise specified, collectively “BASF”), and allege as follows: 

The Parties 

1. Plaintiff Pioneer Hi-Bred International, Inc. is a corporation organized and 

existing under the laws of the State of Iowa, having its principal place of business in 

Johnston, Iowa. 

2. Plaintiff E. I. du Pont de Nemours and Company is a corporation organized 

and existing under the law of the State of Delaware, having its principal place of business in 

Wilmington, Delaware. 

3. Defendant BASF Corporation is a wholly owned United States subsidiary of 

Defendant BASF SE.  Upon information and belief, BASF Corporation is a Delaware 

corporation with its principal place of business located in Florham Park, New Jersey. 
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4. Defendant BASF SE is a multi-national corporation with business operations 

in almost all countries of the world.  Upon information and belief, BASF SE is a corporation 

organized and existing under the laws of the European Union, with its principal place of 

business and registered office in Ludwigshafen, Germany. 

Jurisdiction and Venue 

5. This is an action for infringement and declaratory relief arising under the 

patent laws of the United States, 35 U.S.C. § 1 et seq. 

6. This Court has subject matter jurisdiction pursuant to 28 U.S.C. §§ 1331, 

1338(a), and 2201. 

7. Venue in this judicial district is proper under 28 U.S.C. §§ 1391 and 1400. 

8. Defendant BASF Corporation is subject to personal jurisdiction in this judicial 

district because BASF Corporation regularly transacts business within this district in a 

substantial, lucrative, and continuous way, including but not limited to the sale and offer for 

sale of agrochemical, herbicidal, pesticidal, and other products in this judicial district. 

9. Defendant BASF SE holds itself out as the head of a globally integrated group 

comprised of BASF SE and its affiliates and subsidiaries.  Defendant BASF SE is subject to 

personal jurisdiction in the United States and in this judicial district because, on information 

and belief, BASF SE, directly or through its integrated affiliates, subsidiaries, and agents, 

regularly transacts business within this district in a substantial, lucrative, and continuous 

way, including but not limited to the sale and offer for sale of agrochemical, herbicidal, 

pesticidal, and other products, that are allegedly covered by United States Patents owned by 

BASF SE, in this judicial district. 
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General Allegations Pertaining to BASF Infringement 

10. DuPont is a leading innovator in the chemical and scientific marketplace that 

derives substantial revenue from the manufacture, promotion, and sale of commercial crop 

protection products and other agrochemical products. 

11. Pioneer is a wholly owned subsidiary of DuPont and is in the business of 

developing, marketing, and selling crop seeds, including crop seeds that have been 

genetically engineered to express new traits (called transgenic traits) that are of value to 

farmers and consumers, including herbicide resistance, insect resistance, and other beneficial 

attributes. 

12. Pioneer and DuPont, on the one hand, and BASF on the other, are direct 

competitors in the agrochemical and crop genetics businesses. 

13. DuPont is the assignee and present owner of United States Patent Nos. 

5,013,659 (“the ‘659 Patent”); 5,141,870 (“the ‘870 Patent”); 5,378,824 (“the ‘824 Patent”); 

and 5,605,011 (“the ‘011 Patent”), each titled “Nucleic Acid Fragment Encoding Herbicide 

Resistant Plant Acetolactate Synthase” (collectively “the Bedbrook Patents”).   True and 

correct copies of the Bedbrook Patents are attached hereto as Exhibits A, B, C, and D, 

respectively. 

14. Pioneer is licensed to practice the Bedbrook Patents. 

15. The Bedbrook Patents are directed to nucleic acid fragments encoding 

herbicide resistant acetolactate synthase (“ALS”) enzymes (the “ALS Gene”) and methods of 

using the ALS Gene. The Bedbrook Patents are also directed to nucleic acid constructs 

comprising the ALS Gene and nucleic acid fragments containing the ALS Gene as a 

selectable marker linked to a second nucleic acid fragment. 
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16. The ALS Gene confers a degree of tolerance to certain herbicides including 

sulfonylurea and imidazolinone type herbicides (“ALS herbicides”) when successfully 

transformed into plant cells.  

17.  Transformation of herbicide sensitive plants or plant cells with the ALS Gene 

allows for controlled growth of undesirable vegetation lacking the ALS Gene.  

18. A selectable marker is a genetic element that is introduced into a cell, often in 

combination with a second genetic element, through transformation.  The marker confers a 

readily identifiable trait (such as herbicide resistance) to the cell to enable researchers to 

determine if the transformation procedure was successfully accomplished.  When plant cells 

are grown in a medium containing an ALS herbicide, plant cells which were successfully 

transformed with the ALS gene can be easily identified because plant cells containing the 

selectable marker will survive in that medium. 

19. DuPont and Pioneer have learned through various sources that BASF 

Corporation has used and continues to use the ALS Gene in violation of DuPont and 

Pioneer’s rights under the Bedbrook Patents.     

20. Specifically, Plaintiffs have learned that BASF Corporation has used and 

continues to use the ALS Gene as a selectable marker in connection with the development of 

commercial crop products that will compete in the same market space as Pioneer and/or 

DuPont crop products.  On information and belief, BASF Corporation has also used and 

continues to use the ALS Gene for other purposes including but not limited to development, 

for its own use or for joint exploitation with a third-party(ies), crops containing transgenic 

traits. 
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21. BASF Corporation’s infringing use of the ALS Gene, as described above, has 

enabled BASF’s competitive development activities, thereby improperly advancing BASF’s 

ability to introduce products to the marketplace, and creating increased competition and 

dilution of the market in violation of Plaintiffs’ rights under the Bedbrook Patents.        

General Allegations Pertaining To Declaratory Judgment Counts 

22. On information and belief, BASF is the assignee and present owner of United 

States Patent No. 5,750,866 (“the ‘866 Patent”) titled “AHAS Promoter Useful For 

Expression of Introduced Genes in Plants.”  A true and correct copy of the ‘866 Patent is 

attached hereto as Exhibit E. 

23. On information and belief, BASF is also the assignee and present owner of 

United States Patent No. 6,025,541 (“the ‘541 Patent”) titled “Method of Using as a 

Selectable Marker a Nucleic Acid Containing AHAS Promoter Useful for Expression of 

Introduced Genes in Plants.”  A true and correct copy of the ‘541 Patent is attached hereto as 

Exhibit F. 

24. DuPont and Pioneer have developed a new line of products containing 

transgenic traits.  These products include corn containing genes that confer crop resistance to 

ALS herbicides and other genes which confer tolerance to glyphosate herbicides, as well as 

delivering increased yields and other beneficial traits.   

25. DuPont and Pioneer will market these new seed products under the brand 

name Optimum® GAT®.  After years of development and substantial financial investment, 

Plaintiffs anticipate final regulatory approval and commercial sales of Optimum® GAT® 

corn in the United States by Pioneer as early as this year. 
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26.   In various meetings and correspondence with Plaintiffs, representatives of 

BASF have repeatedly asserted that BASF owns the ‘866 Patent and the ‘541 Patent 

pertaining to the acetohydroxyacid synthase (“AHAS”) promoter and selectable marker, and 

that activities relating to Plaintiffs’ Optimum® GAT® corn technology infringed one or 

more claims of the ‘866 and ‘541 Patents. 

27. From October 2008 to May 2009 representatives of Pioneer and DuPont 

conducted numerous meetings with BASF representatives to express their respective views 

on BASF’s allegation of infringement, as well as the validity or invalidity of the ‘866 and 

‘541 Patents.  The parties’ discussions terminated with impasse and without resolution on or 

about May 28, 2009. 

28. In light of BASF’s statements, allegations, and actions, Plaintiffs have a 

reasonable apprehension and belief that they will soon be faced with a patent infringement 

lawsuit based upon their development (including field trials and testing) and preparation for 

sales of Optimum® GAT® corn in the United States such that there exists a substantial 

controversy of sufficient immediacy and reality as to warrant the issuance of a declaratory 

judgment. 

29. An actual and justiciable controversy exists between the parties regarding the 

alleged infringement and/or validity of the ‘866 and ‘541 Patents.  Pioneer and DuPont 

therefore seek a judicial determination that the ‘866 and ‘541 Patents have not been infringed 

and are not infringed, either directly or indirectly, by the manufacture (and related 

development, testing, and trials), sale, and offer of sale of Optimum® GAT® corn, and that 

in any event all claims of the ‘866 and ‘541 Patents are invalid. 
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COUNT I – INFRINGEMENT OF THE ‘659 PATENT 
(against BASF Corporation) 

 
30. Plaintiffs incorporate the allegations contained in paragraphs 1 through 21 by 

reference as if fully set forth herein. 

31. DuPont is, and has been, the owner of all right, title, and interest to and under 

the ‘659 Patent.  BASF has infringed one or more claims of the ‘659 Patent by, without 

limitation, using the ALS Gene and will continue to do so unless enjoined by this Court. 

32. BASF’s acts of infringement of the ‘659 Patent have been carried out in 

deliberate and willful disregard of Plaintiffs’ patent rights causing Plaintiffs to suffer 

substantial damages in an amount to be proven at trial. 

COUNT II – INFRINGEMENT OF THE ‘870 PATENT 
(against BASF Corporation) 

 
33. Plaintiffs incorporate the allegations contained in paragraphs 1 through 21 by 

reference as if fully set forth herein. 

34. DuPont is, and has been, the owner of all right, title, and interest to and under 

the ‘870 Patent.  BASF has infringed and continues to infringe one or more claims of the 

‘870 Patent by, without limitation, using the ALS Gene and will continue to do so unless 

enjoined by this Court. 

35. BASF’s acts of infringement of the ‘870 Patent have been carried out in 

deliberate and willful disregard of Plaintiffs’ patent rights causing Plaintiffs to suffer 

substantial damages in an amount to be proven at trial. 
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COUNT III – INFRINGEMENT OF THE ‘824 PATENT 
(against BASF Corporation) 

 
36. Plaintiffs incorporate the allegations contained in paragraphs 1 through 21 by 

reference as if fully set forth herein. 

37. DuPont is, and has been, the owner of all right, title, and interest to and under 

the ‘824 Patent.  BASF has infringed one or more claims of the ‘824 Patent by, without 

limitation, using the ALS Gene and will continue to do so unless enjoined by this Court. 

38. BASF’s acts of infringement of the ‘824 Patent have been carried out in 

deliberate and willful disregard of Plaintiffs’ patent rights causing Plaintiffs to suffer 

substantial damages in an amount to be proven at trial. 

COUNT IV – INFRINGEMENT OF THE ‘011 PATENT 
(against BASF Corporation) 

 
39. Plaintiffs incorporate the allegations contained in paragraphs 1 through 21 by 

reference as if fully set forth herein. 

40. DuPont is, and has been, the owner of all right, title, and interest to and under 

the ‘011 Patent.  BASF has infringed and continues to infringe one or more claims of the 

‘011 Patent by, without limitation, using the ALS Gene and will continue to do so unless 

enjoined by this Court. 

41. BASF’s acts of infringement of the ‘011 Patent have been carried out in 

deliberate and willful disregard of Plaintiffs’ patent rights causing Plaintiffs to suffer 

substantial damages in an amount to be proven at trial. 
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COUNT V – DECLARATION OF NON-INFRINGEMENT 
(against all Defendants) 

 
42. Plaintiffs incorporate the allegations contained in paragraphs 1 through 9 and 

22 through 29 by reference as if fully set forth herein. 

43. Neither Plaintiffs’ Optimum® GAT® corn products nor the development 

thereof are covered by any valid claim of the ‘866 Patent. 

44. Plaintiffs have not infringed, and are not infringing, any valid claim of the 

‘866 Patent. 

45. Neither Plaintiffs’ Optimum® GAT® corn products nor the development 

thereof are covered by any valid claim of the ‘541 Patent. 

46. Plaintiffs have not infringed, and are not infringing, any valid claim of the 

‘541 Patent. 

COUNT VI – DECLARATION OF INVALIDITY 
(against all Defendants) 

 
47. Plaintiffs incorporate the allegations contained in paragraphs 1 through 9 and 

22 through 29 by reference as if fully set forth herein. 

48. All of the claims of the ‘866 Patent are invalid pursuant to 35 U.S.C. §§ 102, 

103, and/or 112. 

49. All of the claims of the ‘541 Patent are invalid pursuant to 35 U.S.C. §§ 102, 

103, and/or 112. 

Prayer for Relief 

 WHEREFORE, Pioneer and DuPont pray for judgment as follows: 

 (a) For an order awarding Plaintiffs all damages to which they are entitled as a 

result of BASF Corporation’s infringing activities; 
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 (b) For an order awarding Plaintiffs enhanced damages for BASF Corporation’s 

willful infringement; 

 (c) For an order requiring confiscation and destruction of all wrongfully obtained 

research and development data enabled by BASF Corporation’s infringing activities; 

 (d) For an order requiring confiscation and destruction of all of BASF 

Corporation’s inventory of the ALS Gene; 

 (e) For an order granting all other equitable relief that would return the parties to 

the status quo prior to BASF Corporation’s infringing activities; 

 (f) For a judicial declaration that Plaintiffs’ Optimum® GAT® corn products, and 

the development thereof, are not covered by any valid claim of the ‘866 Patent and that 

Plaintiffs have not infringed and do not infringe, and have not induced others to infringe, or 

contributed to the infringement, either directly or indirectly, of any valid claim of the ‘866 

Patent; 

 (g) For a judicial declaration that Plaintiffs’ Optimum® GAT® corn products, and 

the development thereof, are not covered by any valid claims of the ‘541 Patent and that 

Plaintiffs have not infringed and do not infringe, and have not induced others to infringe, or 

contributed to the infringement, either directly or indirectly, of any valid claim of the ‘541 

Patent; 

 (h) For a judicial declaration that all of the claims of the ‘866 Patent are invalid 

under 35 U.S.C. §§ 102, 103, and/or 112; 

 (i)  For a judicial declaration that all of the claims of the ‘541 Patent are invalid 

under 35 U.S.C. §§ 102, 103, and/or 112; 



11 

 (j) For an injunction prohibiting BASF, its officers, agents, servants, licensees 

and employees, and all persons in active concert or participation with any of them, from 

alleging infringement of, or instituting or pursuing any action for alleged infringement of the 

‘866 and/or ‘541 Patents against Plaintiffs with respect to products containing the 

Optimum® GAT® traits;   

 (k) For an order awarding Plaintiffs their costs, expenses, and reasonable 

attorneys’ fees as provided by law; and 

 (l) For such other and further relief that the Court deems just and equitable. 

 Respectfully submitted this 1st day of June, 2009. 

     /s/ Richard K. Herrmann                 _ 
Richard K. Herrmann (#405) 
P. Clarkson Collins, Jr. (#739) 
Mary B. Matterer (#2696) 
Matthew F. Lintner (#4371) 
MORRIS JAMES LLP 
500 Delaware Avenue, Suite 1500 
Wilmington, Delaware 19801 
(302) 888-6800 
rherrmann@morrisjames.com 
 
Attorneys for Plaintiffs 
Pioneer Hi-Bred International, Inc. and  
E. I. du Pont de Nemours and Company 

Of Counsel: 
 
George L. Murphy, Jr.  
Georgia Bar No. 530376 
John S. Pratt 
Georgia Bar No. 586688 
Jason D. McLarry 
Georgia Bar No. 141229 
KILPATRICK STOCKTON LLP 
1100 Peachtree Street, Suite 2800 
Atlanta, Georgia 30309-4530 
Tel.:    (404) 815-6500 
Fax:     (404) 815-6555 


