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IN THE UNITED STATES DISTRICT COURT 

FOR THE DISTRICT OF OREGON 

 

NI-Q, LLC, 

 

  Plaintiff, 

 

 v. 

 

PROLACTA BIOSCIENCE, INC.,  

 

  Defendant. 

Case No. 3:17-cv-934-SI 

 

ORDER 

 

Michael H. Simon, District Judge. 
 

This case involves a dispute over alleged patent infringement. Defendant Prolacta 

Bioscience, Inc. (“Prolacta”) receives human milk from donors and processes it to make fortifier 

and other products that are sold to hospitals and clinics and used to feed premature (or preterm) 

and other medically fragile infants. Prolacta asserts that it is the assignee of U.S. Patent 

No. 8,628,921 (“’921 Patent”). Plaintiff Ni-Q, LLC (“Ni-Q”) also is engaged in the procurement, 

production, and sale of human milk-based products used to feed premature infants. Defendant 

Prolocta asserts that Plaintiff Ni-Q infringes Prolacta’s ’921 Patent. In its First Amended 

Complaint, Plaintiff Ni-Q seeks a declaration both of noninfringement of the ’921 Patent and 

invalidity of the ’921 Patent and alleges a violation of the Oregon Unlawful Trade Practices Act 

for which Ni-Q seeks damages and injunctive relief. In its First Amended Answer and 
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Counterclaims, Defendant Prolacta, among other things, alleges infringement of the ’921 Patent 

by Ni-Q. 

Before the Court is Plaintiff Ni-Q’s motion for judgment on the pleadings, pursuant to 

Rule 12(c) of the Federal Rules of Civil Procedure. Ni-Q argues that the claims of the ’921 

Patent are invalid under 35 U.S.C. § 101 for failure to claim patent-eligible matter. Ni-Q asserts 

that the claims of the ’921 Patent are directed to the application of a natural phenomenon: 

identifying naturally occurring biological markers in the tissues of a milk donor and in her milk. 

Ni-Q adds that the implementation of the claimed methods uses previously known techniques, 

like analysis of DNA-, protein-, or antibody-based markers, and adds no inventive concept to 

save the patent from subject matter ineligibility. 

Defendant Prolacta opposes Ni-Q’s motion for judgment on the pleadings. Among other 

things, Prolacta argues that because claim construction has not yet occurred, the claims must be 

construed entirely in favor of Prolacta. BASCOM Global Internet Servs. v. AT&T Mobility LLC, 

827 F.3d 1341, 1351-52 (Fed. Cir. 2016). Prolocta then offers its construction of two claims: 

“wherein a match” and “processing” (or, “wherein the processed donated mammary fluid 

comprises”).  

Prolacta also argues that Ni-Q, in its motion for judgment on the pleadings, relies on prior 

art cited on the face of the patent-in-suit. Thus, according to Prolacta, if the Court considers 

those materials, the Court should employ the summary judgment standard under Rule 56. Cobra 

Fixations CIE Ltee-Cobra Anchors Co., Ltd. v. Newell Operating Co., 2011 WL 1399785, *1 

(M.D. N.C. 2011) (“Because Defendant relies upon documents outside of the pleadings, such as 

design drawings of prior art, the Court will employ the summary judgment standard in this 

action.”). Prolacta also submits two factual declarations, attaching a patent and application 
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incorporated in the ’921 patent and other technical information, in opposition to Ni-Q’s motion 

for judgment on the pleadings. 

At one point, Prolacta argues that any ambiguities, including what the specification or 

prior art discloses, must be resolved in favor of Prolacta’s pleading under Rule 12(c), citing 

Walling v. Beverly Enters., 476 F.2d 393, 396 (9th Cir. 1973) (“any ambiguities must be resolved 

in favor of the pleading”); Mettler-Toledo, Inc. v. B-Tek Scales, LLC, 671 F.3d 1291, 1297 (Fed. 

Cir. 2012) (“What is disclosed by a prior art reference is a question of fact.”). At other points, 

Prolacta argues that the Court should accept Prolacta’s additional materials and treat the motion 

as one for summary judgment under Rule 56. In considering a summary judgment motion, 

however, the Court may not rely upon the truth of the allegations in a pleading but instead may 

consider only the evidence presented. Thus, Prolacta’s arguments and evidence are in tension. 

In its reply, Ni-Q argues, among other things, that the Court should not adopt Prolacta’s 

proffered claim construction because it is implausible, citing Atlas IP, LLC v. Exelon Corp., 189 

F. Supp. 3d 768, 779 (N.D. Ill. May 17, 2016) (interpreting the claim at the Rule 12(b)(6) stage 

and dismissing the case, because “Atlas’ action depends on an unsustainable construction of the 

allegedly infringed patent claim.”). Ni-Q also argues that if the Court does adopt Prolacta’s 

proffered claim construction, Ni-Q is entitled to a judgment of noninfringement. Ni-Q further 

argues that even if the Court accepts Prolacta’s proffered construction, the additional method 

steps described by Proloacta do not save the claims because they still do not recite patentable 

subject matter. 

After reviewing the parties’ arguments and evidence, including Prolacta’s proffered claim 

construction, the Court believes that it is premature to resolve the substantive disputes presented. 

In particular, the Court believes that a sounds analysis and resolution of the pending dispute will 
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benefit from an orderly claim construction procedure. Accordingly, the Court denies without 

prejudice Ni-Q’s motion for judgment on the pleadings. In addition, the Court sets the following 

case schedule through the conclusion of claim construction: 

Event        Date 

1. Disclosure of asserted claims and   January 12, 2018 

  infringement contentions 

 

2. Non-infringement and invalidity    February 2, 2018 

  contentions 

 

3. Exchange of proposed terms and claim   February 9, 2018 

  elements for construction 

 

4. Exchange of preliminary claim    March 2, 2018 

  constructions and extrinsic evidence 

 

5. Joint claim construction and     March 16, 2018 

  prehearing statement 

 

6. Completion of claim construction discovery  April 13, 2018 

 

7. Prolacta’s opening claim construction brief  April 13, 2018 

 

8. Ni-Q response claim construction brief  May 4, 2018 

 

9. Prolacta reply claim construction brief  May 18, 2018 

 

10. Court tutorial and claim construction hearing June 1, 2018, 10:00 a.m. 

All further deadlines will be set after the Court construes the disputed claim terms. 

Finally, the Court believes that it may benefit during claim construction from the 

assistance of a court-appointed expert witness (or technical advisor), pursuant to Rule 706 of the 

Federal Rules of Evidence, whose compensation and expenses shall be shared equally by the 

parties. Accordingly, not later than January 12, 2018, any party may show cause why an expert 

witness should not be appointed by the Court and, after conferring, any party may submit 

nominations for consideration by the Court. 
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Plaintiff Ni-Q, LLC’s Rule 12(c) Motion for Judgment on the Pleadings (ECF 37) is 

DENIED without prejudice and the Court adopts a case management schedule as stated in this 

Order. 

IT IS SO ORDERED. 

DATED this 12th day of December, 2017. 

 

       /s/ Michael H. Simon   

Michael H. Simon 

       United States District Judge 


