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IN THE UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF DELAWARE 

_______________________________________   
       ) 
JOHNS HOPKINS UNIVERSITY,   )   
       ) 
 Plaintiff,     ) 
       ) 
v.       ) Civil Action No. 
       )  
454 LIFE SCIENCES CORPORATION  ) 
       ) 
 Defendant.     ) 
______________________________________ ) 
 

COMPLAINT 
 

Plaintiff Johns Hopkins University (“JHU”) by and through its attorneys and for its 

Complaint against 454 Life Sciences Corporation (“454”), states and alleges as follows: 

THE PARTIES 

1. Plaintiff Johns Hopkins University is a corporation of the State of Maryland and 

has a principal place of business at 3400 N. Charles Street, Baltimore, Maryland. 

2. On information and belief, Defendant 454 Life Sciences Corporation (“454”) is a 

corporation organized and existing under the laws of the State of Delaware and has a principal 

place of business at 15 Commercial Street, Branford, Connecticut. 

JURISDICTION AND VENUE 

3. This is an action pursuant to 35 U.S.C. §146, to review and remedy the Decision 

and Final Judgment of the Board of Patent Appeals and Interferences (“the Board”) in 

Interference 105,587 declared on October 13, 2011 and titled Johns Hopkins University Junior 

Party v. 454 Life Sciences Corporation Senior Party (“the ‘587 Interference”). 

4. This Court has subject matter jurisdiction over this action pursuant to 35 U.S.C. 

§146 as well as 28 U.S.C. §§ 1338(a). This Court may exercise personal jurisdiction over 454 
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Life Sciences Corporation because 454 is a resident of Delaware and has minimum contacts with 

this forum as a result of business regularly conducted within the State of Delaware and this 

judicial district.  454’s conduct and connections with this judicial district are and have been such 

that 454 should reasonably have anticipated being brought into court in this judicial district.  

Venue is proper in this Court under 35 U.S.C. §146, as well as 28 U.S.C. §§ 1391(b). 

FACTS COMMON TO ALL COUNTS 

5. JHU is the owner of USSN 12/361,690 (“the ‘690 Application”).  Although 

licensed to three other entities, JHU retains the power and right to prosecute the ‘690 Application 

including contesting interferences. 

6. 454 is the owner of USSN 13/033,240 (“the ‘240 Application”)   

7. The United States Patent and Trademark Office Board of Patent Appeals and 

Interferences (“the Board”) declared Interference No. 105,857 between the ‘690 Application and 

the ‘240 Application on October 13, 2011.  All of the pending claims of the ‘690 Application 

(claims 1, 2, and 5-17) and all of the pending claims of the ‘240 Application (claims 52-66) were 

found to correspond to the Count.  Administrative Patent Judge (“APJ”) Torczon was designated 

to manage the interference.  The declaration of interference also directed the parties to submit a 

list of motions that the party intended to file on or before December 5, 2011. 

8. On December 5, 2011 JHU submitted a list of five (5) motions that it intended to 

file.  Those motions included: (1) a motion pursuant to 37 C.F.R. §41.121(a)(1)(iii) that the 

pending claims of the 454’s involved application lack an adequate written description; (2) a 

motion pursuant to 37 C.F.R. §§ 41.121(a)(1)(ii) and 41.208(a)(3) attacking the benefit accorded 

454 in the declaration of interference; (3) a motion for judgment that 454 did not timely present a 

claim which is the same as or for the same or substantially the same subject matter as a claim 
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JHU previously published; (4) a motion pursuant to 37 C.F.R. §§ 41.121(a)(1)(iii) and 

41.208(a)(4) for judgment based on priority and/or derivation of the subject matter of the count; 

and (5) a motion pursuant to 37 C.F.R. §§ 41.121(a)(1)(ii) and 41.208(a)(3) that JHU be 

accorded the benefit of an additional application. 

9. On December 5, 2011, 454 submitted a list of three (3) motions that it intended to 

file.  These motions included (1) a motion pursuant to 37 C.F.R. §§ 41.121(a)(1)(ii) and 

41.208(a)(3) that 454 is entitled to the benefit of the filing dates of U.S. Provisional Application 

Serial Nos. 60/476,313, 60/476, 504, 60/476,602 and 60/465,071; (2) a motion pursuant to 37 

C.F.R. §§ 41.121(a)(1)(iii) and 41.208(a)(1) for judgment that claims 1, 2, and 5-17 of the ‘690 

Application were unpatentable under 35 U.S.C. §102(e) as anticipated by one or more of U.S. 

Patent Nos. 8,012,690, 7,842,457, 7,575,865, 7,323,305, or 7,244,567; or U.S. Patent 

Publications 2011/0009275, 2009/0011959, 2009/0048124, 2008/0132693, 2007/086935, 

2006/0040297, 2006/01346433, 2005/0130173, 2005/0079510, or 2004/0185484; and (3) a 

motion pursuant to 37 C.F.R. §§ 41.121(a)(1)(iii) and 41.208(a)(4) that 454 is entitled to priority.  

10. Following a telephonic hearing with the parties on December 7, 2011, APJ 

Torczon issued an order on December 8, 2011 that authorized the filing of JHU previously 

described second and third motions along with 454’s previously described first motion and 

second motions provided 454 first restrict the number of references in its second motion and 

deferred filing of JHU’s previously described fourth motion and 454’s previously described third 

motion.  Additionally APJ Torcson’s order deferred filing of JHU’s previously described first 

motion attacking the adequacy of the written description of 454’s involved specification until 

briefing was complete on how the Spina-Agilent-Phillips line of cases (i.e., Koninklijke Philips 

Elec. N.V. v. Cardiac Sci. Operating Co., 590 F.3d 1326 (Fed. Cir. 2010); Agilent Techs, Inc. v. 
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Affymetrix, Inc., 567 F.3d 1366 (Fed. Cir. 2009); and In re Spina, 975 F.2d 854 (Fed. Cir. 1992)) 

would affect the proposed motion. 

11. Further to APJ Torczon’s December 8, 2011 order, JHU submitted the requested 

brief on the Spina-Agilent-Phillips line of cases on December 14, 2011.  On December 20, 2011, 

APJ Torczon refused to authorize filing of JHU’s previously described first motion.   

12. In compliance with APJ Torczon’s December 8, 2011 order as modified by joint 

stipulation, JHU filed, among other motions, a motion (Renamed Motion 1) on February 21, 

2012 attacking the benefit accorded to 454 for its June 6, 2003 priority application, USSN 

60/476,592.  In support of that motion, JHU argued that the 454’s June 6, 2003 priority 

application did not describe a single embodiment within the scope of the count as properly 

construed, based on the JHU specification from which 454 had copied the claims in the 

interference.  In particular JHU argued that step (b) of the count set forth below 

delivering the plurality of molecules of the fragment of deoxyribonucleic acid into 
aqueous microreactors in a water-in-oil emulsion such that a plurality of aqueous 
microreactors comprise a single molecule of the fragment of deoxyribonucleic 
acid, a single bead capable of hybridizing to the fragment of deoxyribonucleic 
acid, and reagents necessary to perform deoxyribonucleic acid amplification 

 
as properly construed, was not described in USSN 60/476,952. 

13. In compliance with APJ Torczon’s December 8, 2011 order as modified by joint 

stipulation, 454 among other motions, filed a motion on February 22, 2012, pursuant to 37 

C.F.R. §§ 41.121(a)(1)(ii) and 41.208(a)(3) that 454 is entitled to the benefit of the filing dates of 

U.S. Provisional Application Serial Nos. 60/476,313, 60/476, 504, 60/476,602 and 60/465,071.  

On May 21, 2012, JHU filed an opposition to 454’s motion.  In that opposition JHU argued in 

part that 454’s provisional applications serial numbers 60/465,071, 60/476,313, 60/476,504, and 
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60/476,602, did not provide an adequate written description of a proper construction of step (a) 

of the count (i.e., “generating a plurality of molecules of a fragment of deoxyribonucleic acid”). 

14. On July 24, 2012 the administration of interference 105,857 was transferred from 

APJ Torczon to APJ Jaqueline Wright Bonilla. 

15. On August 15, 2012, the Board ordered oral argument for September 11, 2012 as 

requested by the parties on at least the preliminary motions noted above.  At that oral argument, 

JHU additionally argued that 454’s June 6, 2003, serial number 60/476,592 application (for 

which it was granted benefit in the declaration of interference,) did not provide an adequate 

written description of step (a). 

16. On September 24, 2012, the Board issued its decision on the preliminary motions 

as briefed and as presented in oral argument on September 11, 2012.  In that decision, the Board 

among other decisions, found that 454’s serial number 60/465,071 application did not have an 

adequate written description of step (a) of the count and denied 454’s motion for benefit of that 

application and denied JHU’s motion attacking the accord of benefit from the ‘592 application. 

The Board did not reach a decision on whether 454’s application serial numbers 60/476,313; 

60/476,504; 60/476,602; or 60/476,592 provided adequate written support of step (a) of the 

count.  In this decision the Board also provided its interpretation of step (a) and step (b) of the 

count.  Particularly, the Board interpreted the term “generating” of step (a) of the count to 

encompass “fragmenting” and further step (a) of the count required that two or more of the same 

DNA fragment be generating.  The Board interpreted step (b) of the count and particularly “a 

single bead capable of hybridizing” of step (b) as follows: 

…the plain and ordinary meaning language of (b) as recited in Count 1 and 
particularly “a single bead capable of hybridizing” a DNA fragment, encompasses 
a bead that is already hybridized to the DNA fragment.  Certainly, a bead that is 
bound to a fragment has the capability to bind the fragment, as evidenced by the 

Case 1:13-cv-01853-LPS   Document 1   Filed 11/06/13   Page 5 of 8 PageID #: 5



 

6 

01:14482207.1 

binding itself. Count 1 does not include any language that precludes pre-
hybridization of the DNA fragment to the bead before forming microreactors. 
Rather, Count 1 requires that one deliver a plurality of DNA fragments into 
microreactors, such that a plurality of microreactors each comprise a single (one) 
DNA fragment, a single (one) bead, and amplification reagents. In other words, 
(b) encompasses delivering DNA fragments such that two or more microreactors 
contain one DNA fragment and one bead per microreactor. The Count 
encompasses creating such microreactors, regardless of whether the DNA 
fragment is pre-hybridized to the bead before making the microreactors or not.  
 

None of the other multiple preliminary motions filed by the parties were granted by the Board. 

17. Following the Board’s rulings on the preliminary motions, the parties entered an 

agreed-to schedule for priority briefing.  Each party presented motions (Substantive Motion 3 for 

each respective party) to be accorded priority based on an earlier date of actual invention, prior 

to its respective earliest accorded priority date. 

18. The Board ordered oral argument on the priority motions on August 7, 2013.  On 

September 6, 2013, the Board issued its decision on the priority motions and found that JHU 

proved a conception date of June 5, 2003, with diligence until its constructive reduction to 

practice and filing date of July 5, 2003.  The Board also found 454 to have proven a complete 

conception prior to June 5, 2003 and an earlier reduction to practice date of June 6, 2003.  As 

part of its conception, 454 asserted that its use of a sequencing control fragment TF6 which was 

allegedly made by polymerase chain reaction (PCR) amplification constituted a conception of 

step (a) of the count which required generating a plurality of molecules of a fragment of 

deoxyribonucleic acid.  The earlier conception date and earlier constructive reduction to practice 

date led the Board to enter judgment against JHU on September 6, 2013. 

CHARGEABLE ERRORS 
 

19. APJ Torczon issued an interpretation of the Spina-Agilent-Philips line of cases 

and its applicability to the issue of written description.  This ruling denied JHU authorization to 
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file its motion on the adequacy of the written description of 454’s involved application and 

denied the Board the opportunity to rule on this motion.  Thus, the Board never provided a 

construction of the term “the fragment of deoxyribonucleic acid” and never determined whether 

454 provided an adequate written description of this term in step (b) of the Count and never 

provided a construction of additional limitations in steps (a) or (b) or a determination of whether 

454’s involved application provided an adequate written description of at least the properly 

construed steps (a) or (b).  This is error to which the plaintiff JHU seeks review. 

20. The Board rejected the evidence offered by JHU with respect to the proper scope 

of steps (a) and (b) of the Count and rejected the evidence offered by JHU that under an analysis 

with respect to the proper scope of steps (a) and (b) of the Count, that 454’s priority applications 

did not provide a written description of steps (a) and (b) of the Count.    These are errors to 

which the plaintiff JHU seeks review. 

21. The Board accepted and found sufficient the evidence offered by 454 that the 

incidental use of a sequencing control fragment TF6 which was allegedly made by polymerase 

chain reaction (PCR) amplification satisfied 454’s burden of proof with respect to conception of 

the properly construed step (a) of the Count. This is error to which the plaintiff JHU seeks 

review. 

RELIEF REQUESTED 
 

WHEREFORE, plaintiff Johns Hopkins University respectfully requests the following 

relief: 

A. Reversing APJ Torczon’s December 20, 2011 decision denying JHU the 

opportunity to present its motion with respect to whether 454’s involved application had a 

sufficient written description in light of the Spina-Agilent-Philips line of cases and granting said 
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motion which will at least remove the basis for 454 having a complete conception of the Count 

prior to June 5, 2003; 

B. Reversing the Board’s decision denying JHU’s Substantive Motion 1 and granting 

said motion which will remove the basis for 454 having a complete conception and/or written 

description of the Count prior to June 5, 2003; 

C. Reversing the Board’s decision denying JHU’s Substantive Motion 3 and granting 

said motion; 

D. Reversing the Board’s decision granting 454’s Substantive Motion 3 and denying 

said motion; 

E. Reversing the Board’s entry of judgment against JHU on any and all grounds that 

the Court finds appropriate; 

F. Directing the United States Patent and Trademark Office to cancel claims  52-66 

of the ‘240 Application and issuing the ‘690 application as a United States Patent; 

G. Awarding JHU its costs and attorneys’ fees in this action, and such other and 

further relief as this Court deems just and proper. 

 
Dated:  November 6, 2013 
 
Of Counsel: 
 
Robert F. Altherr, Jr.  
Joseph M. Skerpon 
Sarah A. Kagan  
Christopher B. Roth 
BANNER & WITCOFF, LTD. 
1100 13th Street NW 
Suite 1200 
Washington, DC 20005 
Telephone: (202) 824-3000 
 

YOUNG CONAWAY STARGATT & TAYLOR LLP 

/s/ Karen L. Pascale 
______________________________________ 
Karen L. Pascale (#2903) [kpascale@ycst.com] 
Rodney Square 
1000 North King Street 
Wilmington, DE  19801 
Telephone: (302) 571-6600 
 
Attorneys for Plaintiff Johns Hopkins University 
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