








that pioneering patents are "entitled to liberal construction of the claims."

Morley Sewing Machine Co. v. Lancaster, 129 U.S. 263, 273 (1889). The

Federal Circuit itself has granted greater breadth to pioneering inventions.

See Augustine Medical, Inc. v. Gaymar Indus., Inc., 181 F.3d 1291, 1301

(Fed. Cir. 1999) ("pioneering inventions deserve a broader range of

equivalents"), citing Perkin-Elmer Corp. v. Westinghouse Elec. Corp., 822

F.2d 1528, 1532 (Fed, Cir. 1987) and Thomas & Betts Corp. v. Litton Sys.,

Inc., 720 F.2d 1572, 1579 (Fed. Cir. 1983).

In evaluating claim scope and patent coverage in the context of the

doctrine of equivalents, the Federal Circuit bestows pioneer patents with

broad claim scope:

Pioneers enjoy the benefits of their contribution to the art in the
form of broader claims. Without extensive prior art to confine
and cabin their claims, pioneers acquire broader claims than
non-pioneers who must craft narrow claims to evade the
strictures of a crowded art field. Thus, claim scope itself
generally supplies broader exclusive entitlements to the pioneer.

Augustine Medical, 181 F.3d at 1301 (discussing the doctrine of

equivalents). But what this Court grants to pioneering inventions with one

hand, it takes away with the other. With its separate written description

requirement, the Court has invalidated these same patents, claiming the

patent disclosures do not support the breadth of their claims. Such a

requirement values minor incremental improvements well-suited to precise
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description over the monumental advances in technology often incapable of

precise written description. It is inconsistent for Federal Circuit

jurisprudence to acknowledge pioneer patents' entitlement to broad claims,

while applying a written description standard that invalidates them on those

same grounds.

III. ANY SEPARATE WRITTEN DESCRIPTION REQUIREMENT
SHOULD BE LIMITED TO THE PRIORITY CONTEXT

In light of these constitutional, statutory, and policy considerations,

the written description requirement is best returned to its role in the context

of determining entitlement to priority. There is no support in the language

of section 112 or elsewhere in the patent statutes for the current technology-

specific incarnation of the written description requirement. Therefore,

consistent with its historic role in patent law, the written description

requirement should be used only to ensure that later-filed claims are entitled

to the benefit of an earlier filing date or to ensure that later amendments do

not run afoul of the prohibition against adding new matter to the original

application. See Vas-Cath, 935 F.2d at 1560.

This Court-has summarized the proper scope of the written description

requirement, stating that written description serves

to ensure that the patent applicant was in full possession of the
claimed subject matter on the application filing date. When the
applicant adds a claim or otherwise amends his specification
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after the original filing date ... the new claims or other added
material must find support in the original specification.

TurboCare, 264 F.3d at 1118. Application of this standard gives effect to

the patent statutes, while allowing universities and research institutions to

continue their research pursuits and developing partnerships with industry to

bring the results of that research to market.

CONCLUSION

For the foregoing reasons stated above, the Amici Curiae support a

finding that section 112, paragraph 1 does not contain a written description

requirement separate from the enablement requirement.

To the extent any separate written description requirement exists, it is

the Amici Curiae's position that the written description doctrine be returned

to its historic role in the priority context, ensuring that later-filed claims are

supported by the disclosures in an earlier-filed patent application.

Dated: October 15, 2009 Respectfully submitted,

FENWICK & WEST LLP .

BY:··~;/~
L nH. Pasahow

Counsel for Amici Curiae

25



CERTIFICATE OF COMPLIANCE

The undersigned hereby certifies that the foregoing Brief of Amici
Curiae The Regents of the University of California, Wisconsin Alumni
Research Foundation, The University of Texas System, University of
Rochester, Rensselaer Polytechnic Institute, STC.UNM, The Research
Foundation of State University of New York, NDSU Research Foundation,
and Research Corporation Technologies, Inc. on En Banc Rehearing in
Support of Affirmance of Judgment contains 5,243 words and is in
compliance with Rule 32(a)(7)(B)ofthe Federal Rules of Appellate
Procedure.

Dated: October 15, 2009 By:~/I~
. L~P~~w

Counsel for Amici Curiae



CERTIFICATE OF SERVICE

The undersigned hereby certifies that on October 15,2009, two (2)
true and correct copies of the foregoing Brief of Amici Curiae The Regents

. of the University of California, Wisconsin Alurrmi Research Foundation,
The University of Texas System, University of Rochester, Rensselaer
Polytechnic Institute, STC.UNM, The Research Foundation of State
University of New York, NDSU Research Foundation, and Research
Corporation Technologies, Inc. on En Banc Rehearing in Support of
Affirmance of Judgment were served on counsel for Plaintiffs-Appellees,
counsel for Defendant-Appellant, and counsel for Amicus Curiae at the
following addresses via Federal Express, Standard Overnight Service:

James W. Dabney
Fried Frank Harris Shriver & Jacobson LLP

One New York Plaza
New York, New York 10004

Counsel for Plaintiffs-Appellees

Charles E. Lipsey
Finnegan, Henderson, Farabow, Garrett & Dunner L.L.P.

Two Freedom Square
11955 Freedom Drive

Reston, Va 20190-5675
Counsel for Defendant-Appellant

Kenneth J. Burchfiel
Sughrue Mion PLLC

2100 Pennsylvania Ave, NW, Suite 800
Washington, D.C. 20037-3213

Counsel for Amicus Curiae Novoenzymes A/S

The undersigned also certifies that on October 15, 2009, I caused
fourteen (14) copies of the foregoing Brief of Amici Curiae The Regents of
the University of California, Wisconsin Alurrmi Research Foundation, The
University of Texas System, University ofRochester, Rensselaer
Polytechnic Institute, STC.UNM, The Research Foundation of State
University of New York, NDSU Research Foundation, and Research

j .



Corporation Technologies, Inc. on En Banc Rehearing in Support of
Affinnarice of Judgment (including one designated as the original) to be
filed with the Court at the follbwing address:

Clerk
United States Court of Appeals for the Federal Circuit
717 Madison Place NW
Washington, DC 20439

Dated: October 15, 2009 By:~d~
L H. Pasahow
Counsel for Amici Curiae

2

". ~


